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Wiss & Bouregy, P.C. NEw JERSEY OFFICE

Counsellors at Law 345 KINDERKAMACK ROAD
WESTWOOD, NEW [ERSEY 07675
Raymond R. Wiss* PHoNE NO. (201) 497-6680
Certified Civil Trial Attorney Fax No. (201) 497-6677
Thomas K. Bouregy, Ir. New YORK OFFICE

222 NORTH MAIN STREET

—————————— New CiTy, NEW YORK 10956
Timothy J. Wiss* PHONE NO. (845) 638-1415
*Also Member New York Bar e-maiL. WissBourecy@Wiss-Law.com

September 24, 2013

VIA UPS NEXT DAY

AND REGULAR MAIL

Daniel D. Duffy, FOl Administrator

Port Authority of New York and New Jersey
225 Park Avenue South, 17t Floor

New York, NY 10003

Re:  DONJON MARINE CO., INC./THE PORT AUTHORITY OF NEW
YORK AND NEW JERSEY - FOIA REQUEST

Dear Mr. Duffy:

Please be advised that this office represents Donjon Marine Co., Inc. (“Donjon”). In
that capacity, we are transmitting this correspondence to you as a formal request on behalf
of Donjon to the Port Authority of New York and New Jersey (“PA”) for copies of the
following documents:

1 Copies of any and all communications or negotiations and/or settlement
discussions for processing and/or placement of dredged sediments, including but not
limited to, letters, memoranda, and emails, received by the Port Authority from Utex from
January 1, 2005 through May 2010 regarding any and all potential, realized or unrealized
agreements entered into between the Port Authority and Utex for the receipt, unloading,
handling and/or processing of dredged materials resulting from the Multi-Facility
Maintenance Dredging Contract, No. MFP-654.130, dated May 2010, entered into between
the Port Authority and Donjon Marine Co.
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2. Copies of any and all communications or negotiations and/or settlement
discussions for processing and/or placement of dredged sediments, including but not
limited to, letters, memoranda, and emails, received by the Port Authority from Utex from
January 1, 2005 through May 2010 regarding any and all potential, realized or unrealized
agreements entered into between the Port Authority and Utex for the receipt, unloading,
handling and/or processing of dredged materials.

3. Copies of any and all communications or negotiations and/or settlement
discussions for processing and/or placement of dredged sediments, including but not
limited to, letters, memoranda, and emails, received by the Port Authority relating to any
alleged patent infringement between the Port Authority, Utex, Donjon and/or Clean Earth,
as well as any and all communications relative to whether Utex and the Port Authority
engaged in any written discussion, exchange of documents, and/or emails relative to the
USACE using Utex exclusively.

4. Copies of any and all potential, realized or unrealized agreements or
negotiations and/or settlement discussions for processing and/or placement of dredged
sediments between the Port Authority and Utex, or its related entities, and any and all
communications related thereto, including, but not limited to, letters, memoranda and
emails.

5. Copies of any and all documents or negotiations and/or settlement
discussions for processing and/or placement of dredged sediments, including, but not
limited to, letters, memoranda and emails, relating to claims of patent infringement as
between the PA, Utex (and related entities), Donjon, and/or Clean Earth.

Kindly provide a copy of the above-referenced documents to this office at your
earliest convenience and advise as to any costs associated with this request.

Very truly yours,
/ | .
/?7’\‘__,.. e 'zlzl I: {L_La

Raymond R. Wiss
RRW/ecm
cc: Jonathan P. Meinen, Esq.
Donjon Marine Co., Inc.



¥ OF NY & NJ

FOI Administrator

March 13, 2014

Mr. Raymond R. Wiss
Wiss & Bouregy, P.C.
345 Kinderkamack Road
Westwood, NJ 07675

Re: Freedom of Information Reference No. 14301
Dear Mr. Wiss:

This is in response to your September 24, 2013 request, which has been processed under the Port
Authority’s Freedom of Information Code (the “Code”) for copies of records between the Port
Authority, Utex, Donjon and/or Clean Earth related to Contract No. MFP-654.130 - Multi-
Facility Maintenance Dredging.

Material responsive to your request and available under the Code can be found on the Port
Authority’s website at http://www.panynj.gov/corporate-information/foi/14301-LPA.pdf. Paper
copies of the available records are available upon request.

Certain material responsive to your request is exempt from disclosure pursuant to exemptions (1)
and (5) of the Code.

Notwithstanding the overly broad nature of Item No. 4 of your request, a copy of the settlement
agreement between the Port Authority and Utex was previously provided to you on December 9,

2013. There are no additional agreements between the Port Authority and Utex.

Please refer to the above FOI reference number in any future correspondence relating to your
request.

Very truly yours,

FOI Administrator

225 Park Avenue South, 17th Floor
New York, MY 10003
T 212 435 3642

fr212 435 7555




ENVIRONMENTAL

Aptil 12, 2010 SERVICES, LLC

Matthew H. Masters

Port Commerce Department

The Port Authority of NY & NJ

335 Park Avenue South, 11" Floor
New York, NY 10003

RE: NIMT Multi-Facility Maintenance Dredging Contract MFP-654.130
Dear Mr, Masters:

In reference to NIMT Multi-Facility Maintenance Dredging Contract MFP-654.130; please direct your
contractor to deliver barges of processed dredged material to the UTEX/380 Facility located in Staten Island,
New York. The wharf at the UTEX/380 Facility is 500 feet long and the berthing area is 25 feet deep below
mean low water. UTEX has the ability to handle up to 2 barges (3,000 cubic yard capacity each) within a 24
hour operating period and will operate 24 hours/7 days per week on ah as needed basis. UTEX will be
responsible for off-loading through placement of the processed dredged material at a permitted upland
Jocation. The barge(s) of processed dredged material delivered to the UTEX/380 Facility by the Port
Authority’s contractor will be emptied and available for pick-up within 24 hours subject to acceptance
schedule herein.

Immediately after receiving the Contractor’s notification, the Port Authority will provide UTEX the approximate
time for the delivery of processed dredge material [PDM] to the UTEX/380 facility. It is anticipated that the
delivery time will be within a two hour plus or minus window to account for unforeseen conditions.
Acceptance of barge or truck delivered PDM will be between the hours of 6:00 am and 6:00 pm Monday
through Sunday subject to inspection of the PDM hy representatives of the Port Authority and UTEX. The
UTEX/380 facility will accommodate the contractors herthing or pick-up of marine barges on a 24-hour 7-day
per week basis. With prior advance notification, UTEX may accommodate acceptance of PDM at other times at
no additional cost to the Port Authority.

Acceptance at the UTEX/380 facility is subject to inspections of the delivered PDM to determine that the PDM
has soll like characteristics, no free water, debris restricted to no larger than 6” in any dimension and have no
frozen material or other deleterious matter as set forth in the Contract. If during the unloading of the PDM
unacceptable characteristics are found with the PDM, the Port Authority inspector will ascertain the reported
condition and if concurred with the UTEX reported findings, the Port Authority will direct the Contractor to
take corrective action,

Sincerely,

D51 L j

o A
Rick Redle

Seniar Vice Precident

RR/If

4570 Waestgrove Drive, Suite 240 - Addison, TX 75001
972-407-0701 Main  972-407-0634 Fax



Masters, Matt

From: Rickr UTEX [rickr@hotmail.com]

Sent: Thursday, March 04, 2010 12:17 PM

To: Masters, Matt

Subject: various

Attachments: Page_5_ from_040526_Bathymetric_Survey.pdf

Matt: in continuation of providing info.

We have approximately 1,400 linear feet of berthing/wharf at the former GATX property on Staten Island.
The attached represents approximate depth along the wharf. We haven't taken recent soundings but
anticipating some shoaling we would expect it to vary from the low 20's to mid 20's at low mean sea level
which should accommodate typical 3000 cubic yard barges.

As to your question on the percentage of cement [8%]. While the contracted percentage levels you
specify to the sediment's stabilization and treatment processor have been established under
environmental criteria we would acknowledge that 8% by weight has typically provided PDM having
suitable structural bearing characteristics for our purposes [assuming no free water]. If alternative
additives are substituted for the cement or supplemented with the cement we will need to be made aware
of this prior to determining suitability and or accepting. That said we will always be open to revisiting this
aspect if it is beneficial to the PA while still meeting acceptable environmental and structural requirements
for our placement.

I spoke with Bayshore yesterday and they a going to forward the permitting documentation you
requested. I will forward it as soon as I receive.

Rick Redle

UTEX Holdings, LLC

4570 Westgrove Drive, Suite 240

Addison, Texas 75001

972.407.0701; facsimile 972.931.2218; cell 214.435.2351

This e-mail may contain confidential and/or privileged information. If you are not the intended recipient
(or have received this e-mail in error) please notify the sender immediately and destroy this e-mail. Any
unauthorized copying, disclosure or distribution of the material in this e-mail is strictly forbidden.



Masters, Matt

From: Rickr UTEX [rickr@hotmail.com]
Sent: Monday, March 01, 2010 3:24 PM
To: Masters, Matt

Subject: RE: Additional information request
Attachments: 20100301134908146dredgeqty.pdf

Matt, good afternoon:

Bayshore: We have two wharfs at Bayshore, one capable of accommodating 700 feet and one capable of
accommodating 300 feet and additional tie off areas are also available to us. Depth at Low Mean Sea Level
averages around 28 feet.

I will obtain the necessary permitting information that permits the offloading and or processing
of sediments. An AUD [specific to Bayshore] would not be applicable since Bayshore will only be serving as
transload staging area.

GATX: Site information to follow as I am having to confirm several aspects before reporting to you;

As you are aware we have submitted our surface cover plan documentation for the GATX site to the DEC
in lieu of a resubmission for a BUD for PDM. We anticipate receiving a confirming indication from the
DEC of suitability for acceptance of the PDM at the site shortly, to which we will submit the letter to your
offices. In the interim we have sufficient stockpile capacity to accept the PDM at Bayshore until receipt of
that approval is obtained though we believe it will be obtained prior to your anticipated requirements.

We would confirm our capacity to the off loading [at either location] of 2- standard scows [3000 cubic
yards nominal capacity] with in a given 24-hour period.

Matt as a matter of clarification is the proposed material that which is identified in the up coming USACE
solicitation [see attached ] or is it something that is from a separate PA contract and what type of total
quantity are your anticipating?

Rick Redle

UTEX Holdings, LLC

4570 Westgrove Drive, Suite 240

Addison, Texas 75001

972.407.0701; facsimile 972.931.2218; cell 214.435.2351

This e-mail may contain confidential and/or privileged information. If you are not the intended recipient
(or have received this e-mail in error) please notify the sender immediately and destroy this e-mail. Any
unauthorized copying, disclosure or distribution of the material in this e-mail is strictly forbidden.

Subject: RE: Additional information request
Date: Mon, 1 Mar 2010 12:06:19 -0500
From: mmasters@panynj.gov

To: rickr@hotmail.com

Rick,



Thank you for the “Availibility Letter" dated 2/25/10. | have a few more information requests that have arisen as we
develop our bid documents:

1. Please provide the length of wharf and depth of water at the UTEX/Bayshore Facility.

2. Please provide the length of wharf and depth of water at the UTEX/380 Facility.

3. UTEX needs to provide an AUD or BUD, as applicable, for the site where the processed dredged material will be
placed. If not feasible, UTEX shouid provide a letter to confirm that material dredged from the NJMT berths will be
acceptable to be processed / mixed with 8% Portland cement, as stipulated in the NJDEP Permit (General Condition No.
22). A copy of this permit is attached.

fn response to your inquiry below, we anticipate delivery of 1 scow per day (about 2,500 to 3,000 cubic yards). However,
our pre-qualified dredge bidders were required to be able to demonstrate their ability to dredge and process a minimum of
5,000 cubic yards in a 24 hour day. Therefore, we would like your assurance that if necessary, the UTEX facility can
offload 2 scows or 5,000 to 8,000 cubic yards per 24-hour day.

| appreciate your prompt response as were are under short timeframes to complete our bid documents. Please call me if
you require any clarification.

Thanks.

Matt

From: Rickr UTEX [mailto:rickr@hotmail.com]
Sent: Thursday, February 25, 2010 2:55 PM
To: Masters, Matt

Subject: RE: Additional information request

Matt; what are you anticipating your daily dredging requirements will be with respect to
dredging/processing capacity? We assume that there will be a normal flow of PDM to us as dredged
and processed.

If I can get this information from you I can respond appropriately.

"24/7 and as necessary" is correct.

Rick Redle

UTEX Holdings, LLC

4570 Westgrove Drive, Suite 240

Addison, Texas 75001

972.407.0701; facsimile 972.931.2218; cell 214.435.2351

This e-mail may contain confidential and/or privileged information. If you are not the intended
recipient (or have received this e-mail in error) please notify the sender immediately and destroy
this e-mail. Any unauthorized copying, disclosure or distribution of the material in this e-mail is
strictly forbidden.

From: rickr@hotmail.com

To: mmasters@panynj.gov

Subject: RE: Additional information request
Date: Wed, 24 Feb 2010 08:00:50 -0600

Meeting with Rich this am on these aspects back to you today.

2



Rick Redle

UTEX Holdings, LLC

4570 Westgrove Drive, Suite 240

Addison, Texas 75001

972.407.0701; facsimile 972.931.2218; cell 214.435.2351

This e-mail may contain confidential and/or privileged information. If you are not the intended
recipient (or have received this e-mail in error) please notify the sender immediately and destroy
this e-mail. Any unauthorized copying, disclosure or distribution of the material in this e-mail is
strictly forbidden.

Subject: Additional information request
Date: Wed, 24 Feb 2010 08:37:54 -0500
From: mmasters@panynj.gov

To: rickr@hotmail.com

Rick,

| sent you PA's comments on the "Notice of Availability" letter yesterday afternnoon. Please advise when we can
expect a signed copy.

| also had a meeting with our Confracting folks and | need some additional information from you that we wilt need
to provide bidders for our upcoming maintenance dredging contract.

Specifically, Clause 8.3 within the Agreement states that the UTEX Facility shall receive dredge scows and trucks
24 hours per day, 7 days per week, on an "as needed" basis.

| need you to provide me with the maximum scow off-loading rates (daily - 24 hr) and/or truck delivery rates for
GATX and Bayshore Facilities. lts my understanding that the Bayshore site is not a placement site. Accordingly,
UTEX will need to off-load scows into trucks for delivery to uitimate placement location. So its important for our
bidders to know the maximum daily volume of PDM they can deliver to each site.

[ leave it up to you to decide if you want to add this information into the Notice of Availability letter or provide
seperately. Either way | get this info quickly is fine with me.

If you have any question regarding this please call me. I'm here all day.
Thanks.

Matt

From: Rickr UTEX [mailto:rickr@hotmail.com]
Sent: Friday, February 19, 2010 12:43 PM
To: Masters, Matt

Cc: jack leiblernew

Subject: Draft Noticing

Matt; attached is the proposed draft noticing letter that we discussed to be reviewed
prior to our issuing. As always we welcome your in put and we are prepared to issue.

Rick Redle

UTEX Holdings, LLC

4570 Westgrove Drive, Suite 240
Addison, Texas 75001



972.407.0701; facsimile 972.931.2218; cell 214.435.2351

This e-mail may contain confidential and/or privileged information. If you are not the
intended recipient (or have received this e-mail in error) please notify the sender
immediately and destroy this e-mail. Any unauthorized copying, disclosure or
distribution of the material in this e-mail is strictly forbidden.

NOTICE: THIS E-MAIL AND ANY ATTACHMENTS CONTAIN INFORMATION FROM THE PORT
AUTHORITY OF NEW YORK AND NEW JERSEY AND AFFILIATES. IF YOU BELIEVE YOU HAVE
RECEIVED THIS E-MAIL IN ERROR, PLEASE NOTIFY THE SENDER IMMEDIATELY,
PERMANENTLY DELETE THIS E-MAIL (ALONG WITH ANY ATTACHMENTS), AND DESTROY ANY
PRINTOUTS.

NOTICE: THIS E-MAIL AND ANY ATTACHMENTS CONTAIN INFORMATION FROM THE PORT
AUTHORITY OF NEW YORK AND NEW JERSEY AND AFFILIATES. IF YOU BELIEVE YOU HAVE
RECEIVED THIS E-MAIL IN ERROR, PLEASE NOTIFY THE SENDER IMMEDIATELY,
PERMANENTLY DELETE THIS E-MAIL (ALONG WITH ANY ATTACHMENTS), AND DESTROY ANY
PRINTOUTS.



Table 1

Contract Material Volume Estimates by Area

Stllﬁﬁ)sle B Noun-HARS Total

Holocene HARS Suitable Suitable Rock Material
Location of Material / ’ Age Pleistocene Age Sediments I-ﬁol'ocelle‘ (€Y) Volume
Volume Estimates Sediments Sediments (CY)

Silty Sand Glacial THlI* Reél;f;;?;vn Black Sitt##+

(€Y) (A Y] (€Y) (€Y)

Contract Area S-NB-2 107,000 1,092,100 911,300 174,600 71,100 2,356,100
PANY/NJ Berth 0 14,200 9,500 |, 16400 | 600 40,700
Widening - £
Contract Area S-AX-1 0 7,600 5,900 57,200 509,700 580,400
* The USEPA, Region 2 and the USACE, NY District determined in a Memorandum For Record dated Tuly 29, 2003,
that Pleistocene age glacial (il from Newark Bay is characlerized for HARS placement.
®i The USEPA, Region 2 and the USACE, NY District determined in a Memorandum for Record dated January 26, 2000
that Pleistocene age red-brown clay from the grealer Newark Bay formation is characierized for HARS placement.
##% The New York District will send this Holocene age black silt dredged material to a state-approved sile(s), not to the
HARS. The volume is included ii this table for completeness.

The purpose of this Public Netice is to solicit comments regarding the proposed placement of
these HARS suitable materials at the HARS. These comments, along with all available technical
data/information, will form the basis of a détermination of whether this proposed placement is in
the public interest. The HARS (Figures 4 & 5), located in the Atlantic Ocean off the coasts of
New York and New Jersey, is described later in this notice.

Approximately 1,113,900 cubic yards of the proposed dredged material from this proposed work
has been demonstrated to be Pleistocene age glacial till. The joint U.S. Environmental
Protection Agency — Region 2 and U.S. Army Corps of Engineers — New York District July 29,
2003 Memorandum For The Record titled Joint Federal Position on Testing of Glacial Till
Dredged Materials from Selected Areas of New York — New Jersey Harbor concluded that
Pleistocene age glacial till is removed.from sources of contaminants and has been adequately
characterized by previous testing in the vicinity. As such, further project-specific testing of
glacial till, including these 1,113,900 cubic yards, is not required.

In accordance with geological testing and assessment procedures set forth in a joint U.S.
Environmental Protection Agency — Region 2 and U.S. Army Corps of Engineers -New York
District standardized operating procedures, these 1,113,900 cubic yards are glacial till because
the material (1) lacks detectible fossils or shells, (2) has a low organic carbon content, (3) has a
reddish or red-brown color, (4) is comprised of a poorly sorted layer of clay particles, silts,

sands, gravels and boulders, and (5) has a stratigraphic setting consistent with other Pleistocene
age deposits in the vicinity of this Newark Bay Channel dredging area. A copy of the glacial till
determination for this construction contract area may be requested from Mr. Monte Greges,
Chief, Dredged Material Management Section, at telephone number (917) 790-8428.

Several areas of Pleistocene age glacial till in the vicinity of this proposed work were previously
tested to determine suitability for use as Remediation Material at the HARS. This testing of
glacial till was conducted in accordance with test protocols for ocean placement established by




ENVIRONMENTA
SERVICES, LLC

February 25, 2010

Mr. Richard M. Larrabee

Director, Port Commerce Department

Thie Port Authority-of New York and New lersey
225 Park Avenue South

New York, NY 10003

RE: UTEX Facility Availahility Notice
Dear Mr, Larrabee ,

Pursuant to Article 3 of the Agreement (“Agreement”) between UTEX Holdings, LLC, TDM America, LLC
(collectively “UTEX”) and the Port Authority of New York and New Jersey (“Port Authority”) entered into
July 17, 2009, UTEX hereby advises the Port Authority of its capacity to accept Processed Dredge
Material ("PDM”).

In order to meet scheduling preferences for Port Authority related maintenance dredging activities,
UTEX is designating two UTEX Facility Locations for compliance with its obligations and accommodating
bath marine or truck delivery of PDM. The facilities are identified as the UTEX/380 Facility [Staten.Island,
NY] and the UTEX/Bayshore Facility [Keasbey, NJ), with both facilities having existing agreements
between UTEX and the property owners for the receipt, unloading, placement, storage and/or transload
of PDM. UTEX anticipates that the UTEX/380 Facility will obtain necessary regulatory authorization in
the near future but the fully permitted UTEX/Bayshore Facility will enable UTEX to accept PDM on or
after March 1, 2010. We expect the regulatory approvals from the New York State Department of
Evironmental Conservation for the UTEX/380 Facility prior to the anticipated award of the Port
Authority’s next NJMT Maintenance Dredging Contract in June 2010. Nevertheless, if that doesn’t occur
UTEX will accept the PDM at its UTEX/Bayshore Facility.

Please lat us know if we can be of further assistance.

Sincerely,

)

e - /
AV
JORE i T

Rick Redle
Executive Vice President

RR/If

4570 Westgrove Drive, Suite 240 + Addison, TX 75001
972-407-0701 Main 972-407-0834 Fax

T

L



UTEX Environmental Services, LLC.
4570 Westgerove Dr,, Suite #240
Addison, TX. 75001
{972) 407 - 0701
{972) 407 - 0634: Fax

May 1, 2007

Mr. Herbert S. Somerwitz
225 Park Avenue South, 14™ Floor
New York, NY. 10003

Mr. Somerwitz:
Herein | am forwarding 10 corrected copies of our Public Private Partnership Proposal.

Please note that page 17 has been changed due to an oversight from one of our previous drafts. Also, |
have included six replacement pages so that you might correct the earlier copies that were sent.

During our conversation on Friday, April 27" you asked for permission to distribute copies of the Public
Private Partnership to the U.S. Army Corps of Engineers. With the following understanding, permission
is granted:

that the material and information contained in this proposal is being

provided to the Port Authority and its representatives and may be

submitted to the USACE only for purposes of confidential discussions

and meetings between the Port Authority and the USACE. The material

and information and its contents not of public knowledge should

therefore be treated as confidential settlement negotiations in

accordance with Rule 408 of the Federal Rules of Evidence. The

material and information is specifically not subject to discovery and/or

admission in any pending or subsequent litigation involving (i) TDM

America, LLC ("TDM"), UTEX Environmental Services, LLC ("UTEX")

and/or any of its affiliates; and/or (ii) any patents or other intellectual

property owned by TDM America, LLC, UTEX Environmental Services,

LLC and/or any of its affiliates and/or successors in interest,

I appreciate your efforts and await the scheduling of our next meeting. Please feel free to call on me for
intervening meetings with the Port Authority groups as they may become necessary.

Ritchie G. Studer
Chief Executive Officer




April 23, 2007 ENVIRONMENTA
SERVICES, LLC

Herbert Somerwitz

The Port Authority of NY & NJ
225 park Avenue South

14" Floor

New York, NY 10003

RE: Draft Proposal and Development Plan for a Public Private Partnership
(PANYNJ)

Dear Herb,

As we have discussed enclosed please find six (6) copies of our Draft Proposal for a
Public Private Partnership. The draft proposal is marked confidential and further marked
to exempt the proposal from public release. Please inform us if for any reason you feel
the Port Authority can not comply with the marks.

The proposal is in draft form so we might receive your and other port authority
department input prior to finalization. Please feel free to solicit the input of other groups
within the PA as you deem necessary.

I am Jooking forward to seeing you on Friday and am anxious to move forward this
process so we might both realize a net benefit from our efforts.

Thank You.

Sincerely,

b S

Richie G. Studer

CEO

UTEX Environmental Services, LLC
4570 Westgrove Drive, Suite 240
Addison, TX 75001

Attachment:
Proposal and Development Plan for a Public Private Partnership

The information contained in this document is intended only for use of the individual or entity to which it
was provided and may contain privileged attorney-client information or work product. If the reader of this
message is not the intended recipient or his agent, or the employee or agent responsible to deliver it to the
intended recipient, you are hereby notified that any dissemination, distribution or copying of this
communication is strictly prohibited. If you have received this communication in error, please immediately
notify us by a collect telephone call to our offices at (972-407-0701), and destroy the original document.
Thank you. : '

4570 Westgrove Drive, Suite 240 » Addison, TX 75001
972-407-0701 Main  972-407-0634 Fax



lemorandum

Date: 5/8/2009
To: Darrell Buchbinder, General Council
Erom: UTEX Holdings, LLC, TDM Holdings, LL.C and Ritchie G. Studer

RE: Analysis of Cost for Processing and Upland Beneficial Use of Dredge Material
and Proposal to Perform certain Beneficial Use Activities

The purpose of this memorandum is to evaluate the current cost for Processing and Upland
Beneficial Use of Dredged Material from the Port District of New York and New Jersey.
Also, the memorandum proposes a cost per cubic yard for the Port Authority of New York
and New Jersey (PANYNI) and UTEX Environmental Services, LLC (UTEX) agreements
_and identifies the new services provided by the UTEX agreements.

Analysis of Current Bid for Processing and Upland Beneficial Use for Dredged Material
not suitable for HARS

To evaluate the cost for dredging, processing, transportation and upland beneficial use of

dredged material that the PANYNJ and the United States Army Corp of Engineers (USACE)

are currently experiencing, UTEX gathered the latest bid tabulations from current projects -
that were awarded within the New York Port District.

The projects utilized were:

Anchorage Channel (Used for Beach Nourishment)
Elizabeth Channel W912DS-09-B-0001

Arthur Kill W912DS-08-B-0006

Newark Bay W912DS-08-B-0009

Fresh Kill and Arthur Kill W912DS-09-B-0006

AW

The average cost derived from these projects for Processing and Upland beneficial use only
(see Exhibit A) was $75.09 per cubic yard of dredged material processed and utilized for
upland beneficial use.

Utilizing the “Potential Dredged Material Storage Facilities and Their Impact on Public
Processing Facility Economic Modeling Summary Report” (Summary Report) dated June
2007, page 5, Table 1, (which is attached)UTEX has identified a series of values and ratios
that are associated with various work activities for Processing and Upland Beneficial Use of

CADocuments and Settings\cstuder\Desktop\UTEX Book\Other\2.docx
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Dredged Material. From the report UTEX has identified the following “Scope of Work” and
cost values for those activities: '

: Scope of Work
1. Processing ACHVIHES. . ... ..ooviieiii i e $24.28
a. Infrastructure
b. Additive processing
¢. Scow Flest
2. PDM to Beneficial Use Site Activities,

Extra Cost to Deliver by Truck..........coooeiiiiiiiiii, $10.07*
(included in cost shown in PDM Tables 1 and 2)

3. Beneficial Use Activities........................... e e, $19.14
: a. Permitting

. Preparing area

Unloading and Stockpiling Activities

Loading and Placement

Compaction to prevent erosion

Cover system '

Tipping Fee

Qo e o

When evaluating the cost identified on Table I of the Summary Report associated with the
above described activities, UTEX noted the following costs and ratios of each activity
compared to Total Cost:

- PDM Table 1 — 2006 Data

Item Scope of Work Cost Ratio
1 Processing Activities . $24.28 45% -

2 PDM Delivery to Beneficial Use Site (by truck*) $10.07* 19%

3 Beneficial Use Activities $19.14 36%
. TOTALCOST - . - | -$53.49%* -|  100%.

After applying the ratios from PDM Table 1 - 2006 Data to the average cost for the most
recent processing and upland beneficial use bids that the PANYNJ and USACE have
received in 2008 and 2009 of $75.09 per cubic yard (see Exhibit A — Latest Bid Data),
UTEX derived the following current costs per “Scope of Work” activity:

PDM Table 2 — Current Data

Item Scope of Work Cost Ratio

1 Processing Activities $34.08 45%

2 PDM Delivery to Beneficial Use Site (by truck*) $14.14* 19%

3 Beneficial Use Activities $26.87 36%
L ~_TOTALCOST . =~ - __$75.09 100% -

*This is the identified premium which is the extra cost for truck delivery of PDM to beneficial use site as
compared to barge delivery.
** Cost estimated from data available in 2006

C:\Documents and Settings\cstuder\DesktoplUTEX Book\Other\2.docx
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EXHIBIT A - Latest Bid List

Bid Range for

Average of Bid for |

Dredgirig, Dredging, * Dredging Only Processing and
Mob / Demob Processing.and Processingand | Bid/CY | Placement bid /
Placemen_t/ CYy Placement / 924 CcY
Great Lakes $ 1,175,000* $ 7'5.00'_— 125.00 $100.37 $12.95* $87.42 ¢

R G

A L

$ 1,600,000**

AT

(Weighted avg.)

(Weighted avg.)

$4,500,000 -

$71.00

$12.95*

Kil

$ 775,000 $90.00-105.00 ?A&)Vzgge) $12.95¢ $84.55
~Average bid for-) ¢'1.183 333+ *- | S e RO
processingand | . ' . $75091 -
placement only | (¥6.97.¢y) - IR

* D}edgingv cbst for maintenancé drédging of sand for be’achA

Channel Project utilizing Great Lakes winning bid dated 2008.

hbufishrhenf from Anchorage

** Average of Mob/Demob for Maintenance Dredging only (divided by Average CY for same

projects.) The Elizabeth Channel Mob/Demob bid was

project included deepening.

T Average portion of bid for Processing and Upland beneficial use only

not used because the majority of this

Only included is the winning bidder on both the latest Maintenance Dredging contracts
and the latest Deepening contract that also includes upland upland beneficial use.
Other bids for the referenced projects were 3% to 92% higher.
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UTEX Holdings, LLC Proposal for Upland Beneficial Use of PDM

The cost that UTEX is proposing for Jtem 3) Beneficial Use Activities, which includes all the

current Scope of Work as detailed above and the proposed Scope of Work as detailed below,

is $24.50 per cubic yard (CY) for each cubic yard of PDM that is placed on UTEX controlled
beneficial use sites. '

Several additional site activities that UTEX is proposing that have not historically nor are not
currently being addressed in the Scope of Work for projects are:

o Confirmatory testing (QA/QC) of PDM from the delivery location or stockpile
o Material Manifesting for PDM tracking

e GPS documentation of placement location of PDM

e Volume/weight verification of PDM received for beneficial use

Additional unquantified benefits that PANYNIJ will enjoy after acceptance of the UTEX
proposal are;

e PDM acceptance at the Beneficial Use Site, 24/7 each day of the year on an as needed basis.

e UTEX will provide a safe and secure site that assures the PANYNJ will not experience issues
such as BnCap type problems.

e UTEX will provide “cradle to grave” documentation for PDM materials

e The PANYNJ will have control of how the processed materials are beneficially used.

e The acceptance of this proposal by PAN'YNTJ establishes cost controls over the beneficial use
portion of the Port District dredging activities for the next 15 years.

e The PANYNI receives a cost savings compared to the average cost of the most recent bids.

e Stockpiling of PDM and confirmatory testing prior to putdown of material.

**********AL E RT**********

The information contained in this document is intended only for use of the individual or entity to which
it was provided and may contain privileged attorney-client information or work product. If the reader
of this message is not the intended recipient or his agent, or the employee or agent responsible to
deliver it to the intended recipient, you are hereby notified that any dissemination, distribution or
copying of this communication is strictly prohibited. If you have received this communication in error,
please immediately notify us’'by a collect telephone call to our offices at (972-407-0701), and destroy
the original document. Thank you.
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Anchorage Channel (Used for Beach Nourishment)
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I the United States Court of Federal Claims

No. 06-472C

(Filed: February 20, 2009)
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¥
TDM AMERICA, LLC, *
*
Plaintiff, *
V. *
*  PatentInfringement Case; Markman
THE UNITED STATES, %  Claim Construction Proceedings;
*  Patents Relating to Processing and
Defendant, * ‘Treatment of Contaminated-
*  Materials for Beneficial Reuse.
and *
*
DONJON MARINE COMPANY, INC,, *
, *
Third-Party Defendant, *
*
LR EEEEEES SRR EEEREEEEEEEEEREEEEEEEETE IS

David W. Denenberg, with whom was Michael A. Adler, Davidoff Malito & Hutcher LLP, New
-York, New York, for Plaintiff.

Walter W. Brown, with whom were Gregory G. Katsas, Acting Assistant Attorney Geﬁeral, and John
J. Fargo, Director, United States Department of Justice, Commercial Litigation Branch, Civil
Division, Washington, D.C., and Joshua B. Brady, Of Counsel, for Defendant.

Gary J. Campbell, with whom was John E. Flaherty, McCarter & English LLP, Boston,
Massachusetts, for Third-Party Defendant.

OPINION AND ORDER

WHEELER, Judge.

In this patent case, Plaintiff TDM America, LLC (“TDM?”) claims that the United States
Army Corps of Engineers (“USACE”) and other federal agencies, through their contractors, infringed
three patents owned by TDM for the processing and treatment of contaminated materials for
beneficial reuse. The patents at issue are U.S. Patent Nos. 5,542,614 (“the ‘614 Patent”), 5,794,862
(“the ‘862 Patent”) and, 6,293,731 (“the ‘731 Patent”). Third-Party Defendant Donjon Marine
Company, Inc. (“Donjon”) represents one of the contractors hired by USACE to perform cleanup
work at these processing and treatment sites.
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The Court possesses subject matter jurisdiction over this case in accordance with the
following statutory provision:

Whenever an invention described in and covered by a patent of the
United States is used or manufactured by or for the United States without
license of the owner thereof or lawful right to use or manufacture the
same, the owner’s remedy shall be by action against the United States in
the United States Court of Federal Claims for the recovery of his
reasonable and entire compensation for such use and manufacture . . . .

For the purposes of this section, the use or manufacture of an invention
described in and covered by a patent of the United States by a contractor,
a subcontractor, or any person, firm, or corporation for the Government
and with the authorization or consent of the Government, shall be
construed as use or manufacture for the United States.

28U.S.C. § 1498(a) (2006). Because DonJon is a contractor for the United States, DonJon’s alleged
use of the patented methods qualifies as “use . . . for the United States.” Id. Therefore, DonJon is
immune from suit by the patent owners, except “by action against the United States in the United
States Court of Federal Claims” if two criteria are met: (1) the use is “for the Government;” and (2)
the use is “with the authorization or consent of the Government.” Id.; Hughes Aircraft Co. v. United
States, 534 F.2d 889, 897-98 (Ct. Cl. 1976).

The Court’s analysis in-a‘patent infriigement case.involves two steps. See Catalina Mktg,

Int'l, Inc. v. Coolsavings.com, Inc., 289 F.3d 801, 807, 812 (Fed. Cir. 2002); Vitronics Corp. V.
Conceptronic, Inc., 90 F.3d 1576, 1581-82 (Fed. Cir. 1996). The first'step is to-detertine the scope
and meaning of'the patents in a-Markman-claim construction hearing. See Markman v. Westview
Instruments, Inc., 517 U.S. 370, 388-89 (1996); Gen. Am. Transp. Corp. v. Cryo-Trans., Inc., 93
F.3d 766, 769 (Fed. Cir. 1996), rehearing denied, (1996), cert. denied, 520 U.S. 1155 (1997).
“Claim construction” is a question of law for the Court to decide. Markman, 517 U.S. at 388-91;
Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1456 (Fed. Cir. 1998) (en banc). -A-patent’s
“claims”-definerthe inventions Autogiro Co. of Am. v. United States, 384 F.2d 391, 395-96 (Ct. CL
1967). The claims:are the humbered paragraphs “particularly peinting out-and:distinctly claiming
- thessubject matterwhich the applicantregards as-hisinvention.” 35 U.S.C. § 112 (2006). The-Court
must look to'the wording of the claims to determine the scope and meaning of the patent: Autogiro

Co., 384 F.2d at 395-96. In-the:second.step,:-the patent:claims:as construed by the Court are
compared to the accused device ormethod t6 detérmine alleged patentiinfririgément: See Warner-

Jenkinson Co., Inc. v. Hilton Davis Chem. Co., 520 U.S. 17, 29 (1997). Those determinations-are

questions of fact. Bai v. L&L Wings, Inc., 160 F.3d 1350, 1353 (Fed. Cir. 1998) (citation omitted).

This opinion concerns the Markman “claim construction” phase of this case. TDM has
presented for the Court’s determination seven claifins: from the three patents-at.issué. The law
provides that a claim may be either “independent” or “dependent.” 35 U.S.C. § 112. An
independent claim stands on its own as stated in a single claim, while a dependent claim refers to
and adds a further limitation upon a previously stated claim. Id.; Honeywell Int’] Inc. v. Hamilton

2-
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Sundstrand Corp., 370 F.3d 1131, 1149 (Fed. Cir. 2004) (citation omitted). In this case, of the seven
P presented claims; three are independent claims and four are'dependent: claims: Most of the disputed
terms are: from the iridependent claims: Some of the disputed téfins aré-common t6 more thar one -

claim:

OnOctober 10,2008, the parties submitted a joint claim construction statement, setting forth
the interpretation of terms on which they agree and disagree.! The parties filed opening claim
construction briefs on November 14, 2008 and reply briefs on December 19, 2008. The Court
conducted-a-Markman hearing on January 8,2009.in which counsel for the parties participated in ..
oral _argument and provided supplemental written presétitations:

Forthe reasons explained below, the Court adopts the Government’s inteérpretationt on the
majority of the claim construction issués.” Both parties have generally performed a comprehensive
and well-supported analysis of the disputed claim terms. For the most part, the parties’
interpretations of the disputed terms are properly based upon the intrinsic evidence within the
patents, such as the claim language, the specifications, the prosecution history, and the drawings.
However, TDMs interpretations appear; at times; to Stretch the “ordinary mieaning™ of the disputed
terms, It is a-longstandifig: pnnc1p1e ‘of claim constriiction thit the words of a ¢laim must be given
their ordmary arid customary meaning? Phillips v. AWH, 415 F.3d 1303, 1312-13 (Fed. Cir. 2005)
(en banc) (citations omitted). The ordinary and:customary meaning of a claim-term is-the meaning
that.the term would have to a person of ordinary skill in theart in question at:the time of invention.
Id. at 1313 (citations omitted). In several instances; the Court finds that TDM’s definitions-ignore
the-plain claim language;‘oveérstate the breadth of the specification disclosures; or misstate limiting
arguments made.in. the prosecution history.- ‘Aceordingly, the-Court -agrees. with Defendant’s
proposed claim constructions more often than Plaintiff’s:

In the opinion that follows, the Court will address each of the disputed claim terms, providing
the claim construction rationale deemed persuasive in each instance.

' In the parties’ initial joint claim construction statement, filed October 10, 2008, TDM
presented four patents for the Court’s determination. TDM subsequently filed a stipulation on
October 29, 2008 stating that it would not pursue an infringement claim against the Government
related to the fourth patent.

3.
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Factual Background?

A. Dredging of United States Waterways

Federal, state, and local authorities are responsible for maintaining and improving the
nation’s waterways for navigation.” (See PX 1 at A14, col. 1, lines 18-29). The navigability of these
waterways is critical to American commerce and national security. See id. Each year, however,
waste material such as silt and other sediments build up in the channels, causing them to become
shallow and inaccessible to commercial vessels. Id. at Al14, col. 1, lines 34-42. These waste
materials are often contaminated with pollutants, typically as a result of industrial practices. Id. at
Al4, col. 1, lines 58-66. Dredging these materials from our waterways is necessary to maintain
depth for commercial and military vessels. Id. at A14, col. 1, lines 34-42.

To that end, USACE employs contractors to remove and process contaminated materials
from navigation channels throughout the United States. TDM owns patents for the processing and
treatment of dredged materials. TDM’s patents include U.S. Patent No. 5,542,614, issued August
6, 1996, entitled “Processing of Waste Material;” U.S. Patent No. 5,794,862, issued August 18,
1998, also entitled “Processing of Waste Material;” and U.S. Patent No. 6,293,731, issued
September 25, 2001, entitled “Method for Treatment for Dredged Materials to Form a Structural
Fill.” The patents-in-suit claim different methods for treating waste material, such as contaminated
dredged materials, with an additive to stabilize and solidify such material for beneficial reuse. (P1.’s
Brief at 13). These methods are generally directed to in-situ and land-based techniques for
solidifying and stabilizing waste materials with an additive so that the treated end product can be
beneficially reused and disposed of upland in an environmentally safe manner. Id.

B. The ‘614 Patent

The ‘614 Patent recites methods of treating waste material in a land-based apparatus. Id.
Before the waste material arrives at the land-based apparatus, or pugmill, it goes through-a vibrating
screen to remove larger pieces of waste material and allow smaller pieces to accumulate. (PX 2).
‘When a certain amount of waste material is accumulated, an additive is added and mixed with the
waste material to form a homogenous mixture, which then drops to the process terminus. Id. at A28,
col. 3, lines 34-39.

The ‘614 Patent issued from U.S. Patent No. 193,449 (“the ‘449 Application”), filed on
February 8, 1994. (Def.’s Brief at 32). The prosecution of this patent was brief. The Patent
Examiner first rejected all of the applicant’s claims as obvious or not defined over two prior art

* The facts set forth in this opinion do not constitute findings of fact by the Court. The
facts cited are either undisputed, or accepted by the Court after considering the allegations and
evidence submitted by the parties.

* In this opinion, the Court will refer to the parties’ exhibits as “PX > for Plaintiff’s
exhibits, and “DX_ ” for Defendant’s exhibits. For multi-page exhibits, the Court has included
citations to page numbers or to the parties’ Bates numbers used during this case.

4.
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patents: U.S. Patent Nos. 5,007,590 (‘the Taylor Patent”) and 5,028,010 (“the Sansing Patent”). Id.
Both of these prior art patents are incorporated by reference into the ‘614 Patent specifications, and
both are owned by TDM. (DX 20 at A835; DX 2 at A 27, col. 1, lines 11-13).

Following the Patent Examiner’s rejection of the claims, on December 2, 1994 the patent
applicant submitted aresponsive amendment distinguishing the Taylor and Sansing Patents, in part,
- by arguing that the Taylor Patent failed to “teach.or suggest the processing steps involving a
vibrating screen box.” (DX 21 at A853). The applicant also amended many of his independent
claims to recite a “vibrating screen box,” or, alternatively, a “vibrating screen box having a slightly
sloped mesh bottom and having openings of a desired size.” E.g.,id. at A841, A843-44, A847. The
applicant argued that the claimed invention’s step of “remov[ing] all large lumps of waste material
completely from the process by requiring the waste material to pass through a vibrating screen
having openings of a predetermined size” did not exist in prior art. Id. at A851.

Despite the applicant’s arguments, the Patent Examiner rejected some of the pending claims
in a subsequent office action, citing U.S. Patent No. 4,812,205 (“the Silveri Patent”). (DX 22 at
A861). The Patent Examiner explained that the applicant’s claims called for using a “vibrating
screen,” just as the Silveri Patent did. Id. However, the cited disclosure of the patent actually states
that “[t]he first disk screen 54 includes rotating radially interfering disks 56 that have preset gaps that
are constructed so that abrasive containments . . . pass through the preset gaps and fall . . . .” and
does not include the term “vibrating.” (DX 23 at A870, col. 4, lines 17-22). The Patent Examiner
did allow six claims over the prior art of record, all of which included a “vibrating screen box”
limitation. (See DX 22 at A862). These claims issued as claims 1 through 6 of the ‘614 Patent.
(DX 2 at A28).

C. The ‘862 Patent

The ‘862 Patent is a continuation of the ‘614 Patent but differs in that it does not include the
added step of homogenizing the dredged material after screening and before accumulating it in a
mixer. (See PX 3 at A37, col. 4, lines 21-28). Instead, it combines the homogenizing and mixing
steps, both of which occur in the mixer. Id. at A.37, col. 4, lines 31-32. The prosecution history of
the ‘862 Patent is likewise brief. The patentissued from U.S. Patent Application No. 541,132 (“the
‘132 Application”). (Def.’s Briefat47). During the prosecution of the ‘132 Application, the patent
applicant amended one claim that had been rejected in the ‘449 Application and added six additional
claims. Id. All of the claims included the same “vibrating screen box™ limitation permitted in the
‘614 Patent claims and were issued without further amendment. (See DX 29 at A910-14).

D. The “731 Patent

The 731 Patent provides a method for treatment of dredged material that is cost-effective
on a large scale, environmentally sound, and creates a mixture that is suitable for beneficial reuse
as a structural fill. (PX 1 at A14, col. 2, lines 48-52). The process generally involves depositing
dredged material into a treatment vessel, dewatering the dredged material, mixing the dredged
material with an additive in the treatment vessel, and allowing the mixture to cure for reuse as
structural fill material, thereby reducing particulate emissions. Id. at A14, col. 2, line 53-67; A15,

-5
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col. 3, lines 1-5. Unlike the ‘614 and ‘862 Patents, the ‘731 Patent contemplates treatment of
dredged material directly in a waterborne vessel, such as a barge or scow. See id. at Al14, col. 2,
lines 56-60.

The ‘731 Patent issued from U.S. Patent Application No. 09/080,062 (“the ‘062
Application”), which the patent applicant filed on May 15, 1998. (Def.’s Brief at 10). The ‘062
Application claimed a method for creating a substantially homogenous mixture of additive and
dewatered dredged material and letting the mixture cure, thereby producing a structural fill material.
(See DX 4 at A74-86). The Patent Examiner three times rejected all of the claims in the application
on the grounds that they were obvious or not defined over prior art. (Def.’s Briefat 12). Inso doing,
the Patent Examiner relied on three existing patents: U.S. Patent No. 5,868,940 (“the Gurfinkel
Patent”), U.S. Patent No. 4,539,121 (“the Kapland Patent”), and U.S. Patent No. 4,465,518 (“the
Miyoshi Patent”). Id.

In the first office action, dated September 21, 1999, the Patent Examiner rejected all pending
claims. Id. He noted that the Gurfinkel Patent disclosed a method for remediation of contaminated
sediments dredged from a waterway that called for obtaining the dredged materials, separating them
into a coarse fraction/debris and a fine fraction, removing water from the fine fraction, and mixing
dry additives into the material. (DX 4 at A118). The Patent Examiner also explained that the
Miyoshi Patent disclosed the use of Portland cement as a treatment additive in conjunction with blast
furnace slag. Id. at A119. In response, the patent applicant argued that the cited prior art resulted
“in a material with a compressive strength suitable for bricks or concrete,” but the present invention
results in a material suitable for “stabilization material or capping landfills.” (PX 9 at TDM000118).

In the second office action, dated May 24, 2000, the Patent Examiner again rejected all
claims, citing the Kapland and Miyoshi Patents. (DX 4 at A185-92). He concluded that the Kapland
Patent covered every element of the applicant’s pending claims, including obtaining dredged
matenial, dewatering dredged material, mixing additive with the dredged material, curing/basifying
the mixture, and maintaining the mixture in a substantially quiescent state for a period of time to
stabilize the sludge and produce “a sedentary mass having load supportive properties/structural fill
material . ...” Id. at A187-88; PX 9 at TDMO000124-27. The Patent Examiner also maintained that
the Kapland and Miyoshi Patents made it obvious to use Portland cement to increase compressive
strength. (DX 4 at A189).

In response, the patent applicant canceled several claims and amended nearly all of the rest.
Id. at A202-15. For example, the applicant amended claim 3 of the ‘062 Application to include the
terms “structural fill” and “curing,” both of which appear in the final language as issued in claim 1.
Id. at A203. The applicant also disputed the Patent Examiner’s characterization of the “basifying”
step called for in the Kapland Patent as synonymous with “curing.” Id. at A210-11. According to
the applicant, “‘curing’ is the technical term for perfecting through chemical change,” whereas
“basifying” does notindicate a chemical change. Id. at A210. The applicant argued that the Kapland
Patent was not a chemical reaction because it did not mention “solving the problem of the fines of
the dredged materials drying out and blowing away as dust.” Id.
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In a third office action, dated December 19, 2000, the Patent Examiner again rejected all
claims as unpatentable over the Kapland Patent. Id. at 218. The Patent Examiner agreed that
Kapland did not disclose the step of “curing the mixture” but found that reciting such a step would
have been obvious to one of skill in the art. Id. at A219. He also stated that “it would have been
obvious to one of ordinary skill . . . to provide the Portland cement as an additional agent as taught
by Miyoshi . . . to the additive of Kapland . . . in order to enhance the comprehensive strength of the
mixture.” Id. at A221.

Following the final rejection, the Patent Examiner conducted an interview with the patent
applicant on April 9, 2001, for which the applicant submitted informal claim amendments. Id. at
A229-39. The applicant proposed amending application claim 3, ultimately issued as claim 1, to
recite the following additional limitations: “depositing the dredged material into a first vessel,”
“creating an additive slurry in a second vessel,” “moving the additive slurry from the second vessel
to the first vessel,” and reducing “particulate emissions” as a result of curing the mixture of additive
slurry and dredged material. 1d. at A234. The Patent Examiner rejected the proposed amendments.
Id. at A228. With respect to the limitations of “creating an additive slurry in a second vessel” and
“moving the additive slurry from the second vessel to the first vessel,” the Patent Examiner stated
that “the method of creating and moving the additive slurry from the first to second vessel appear[s]
- not to be defined over the prior art.” Id. He also found that the limitation on the additive slurry that
itbe “mixed separate from the dredged material” did not “give much patentable weight to the claim
and moreover, would not be defined over the prior art.” Id.

The applicant submitted a final amendment of his claims to the Patent Examiner on April 19,
2001, which canceled 18 claims and modified the remaining four claims to include the limitation
“slurry.” Id. at A240-53. The applicant also further defined the term “first vessel” as “containment
receptacle” and “second vessel” as “mixing container.” Id. at A250. Finally, the applicant replaced
the language “moving the additive slurry from the second vessel to the first vessel” with “pumping
the additive slurry from the mixing container to a mixing assembly disposed within the containment
receptacle.” Id.

In arguing for patentability, the applicant stated that:

In the preferred embodiment of the present invention, the containment
receptacle is shown to be a barge o[r] scow. The dredged material
deposited into the containment receptacle remains therein during the step
of removing the free water from the dredged material. An additive slurry
is created in a mixing container which is separate from the containment
receptacle. The additive slurry is pumped from the mixing container to
a mixing assembly which is disposed within the containment receptacle
to mix the dredged material with the additive slurry to form a
substantially homogenous mixture. The homogenous mixture is then
allowed to cure within the containment receptacle and is not removed
until the curing process is finished. This method substantially reduces
any particulate emissions which occur in a process outlined above.
Applicant respectfully submits that HALEY, either singularly or in

-
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combination with KAPLAND, MIYOSHI, KIGEL or any other cited
prior art fails to show, teach, or disclose the required steps of the pending
amended claims. '

Id. at A243-44. The applicant emphasized that the Kapland, Miyoshi, and Kigel Patents each had
failed to show the claimed steps of “creating an additive slurry in a mixing container and pumping
the additive slurry from the mixing container to a mixing assembly disposed within the containment
receptacle.” Id. at A242-43. Furthermore, the applicant distinguished his claims from prior art by
arguing that “KAPLAND in view of MIYOSHI in fact teaches away from the Applicant’s present
mvention by adding dry additives which contribute to potentially harmful particulate emissions.”
Id. at A243.
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These amended claims ultimately issued as the claims of the ‘731 Patent. A comparison of
the language as it changed through the various stages of the amendment process appears below.

structural fill material
comprising the steps of:

producing a structural fill
material comprising the step
(sic) thereof:

Original Claim 1 Claim 3, as Amended on Claim 3, as Amended on
April 9, 2001 April 23,2001 and issued as
the Final Claim 1
A method for producing a 3. (Amended) The method for | 1) The method for producing

a structural fill material
comprising the steps of:

obtaining a dredged material;

obtaining a dredged material;

obtaining a dredged material;

depositing the dredged
material into a first vessel;

depositing the dredged
material into a containment
receptacle;

removing free water from the
dredged material;

removing free water from the
dredged material and first
vessel;

removing free water from the
dredged material and the
containment receptacle;

creating an additive slurry in
a second vessel;

creating an additive slurry in
a mixing container;

moving the additive slurry
from the second vessel to the
first vessel,

pumping the additive slurry
from the mixing container to
a mixing assembly disposed
within the containment
receptacle;

mixing an additive into the
dredged material to form a
substantially homogenous
mixture; and

mixing the additive slurry
into the dredged material to
form a substantially
homogenous mixture; and

mixing the additive slurry
into the dredged material to
form a substantially
homogenous mixture; and,

curing the substantially
homogenous mixture, thereby
producing a structural fill
material.

curing the substantially
homogenous mixture in the
first vessel, thereby a
structural fill material is
produced and particulate
emissions are reduced.

curing the substantially
homogenous mixture in the
containment receptacle,
thereby producing a structural
fill material and reducing
particulate emissions.
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E. The Present Litigation

On June 21, 2006, TDM filed suit against the United States in this Court alleging that
USACE contractors, including Donjon, infringed its patented methods of processing dredged
material during performance of USACE contracts. TDM seeks to hold the Government liable for
the contractors’ actions under 28 U.S.C. § 1498. On November 8, 2007, Defendant filed a “motion
for partial summary judgment for lack of subject matter jurisdiction” as to 18 USACE contracts
awarded by the agency’s New York District. Following full briéfing and oral argument on-the
motion, the Court denied Defendant’s motion for partial summary judgment on September 17, 2008
TMD America, LLC v. United States, 83 Fed. C1. 780 (2008). The Markman claim construction
proceedings followed.

Discussion

A. Applicable Claim Construction Principles

1. Ordinary and Customary Meaning

Claim construction is a question of law for the Court to decide. Sevenson Envtl. Servs., Inc.
v. United States, 76 Fed. CL. 51, 57-58 (2007) (citing Markman, 517 U.S. at 388- -91); Vltromcs
Corp., 90 F.3d at 1581-82.- A court should construe claim terms according to the ordinary and
customary meanings attributed by those of ordinary skill in the relevant art at the date of invention
(i.e., as of the effective filing date of the patent application). Phillips, 415 F.3d at 1312-13 (citations
omitted); Abraxis Bioscience, Inc. v. Mayne Pharma (USA) Inc., 467 F.3d 1370, 1376 (Fed. Cir.
2006) (citations omitted); Brookhill-Wilk 1, LLC v. Intuitive Surgical, Inc., 334 F.3d 1294, 1298
(Fed. Cir. 2003), rehearing en banc denied, (2003) (citation omitted); CCS Fitness, Inc. v. Brunswick
Corp., 288 F.3d 1359, 1366 (Fed. Cir. 2002), rehearing denied, (2002) (citations omitted). The
Federal Circuit has explained that a “person of ordinary skill is a hypothetical person who is
presumed to be aware of all the pertinent prior art.” Custom Accessories, Inc. v. Jeffrey-Allan
Indus., Inc., 807 F.2d 955, 962 (Fed. Cir. 1986). Factors to consider when determining the level of
skill include: type of problems encountered in art, prior art solutions to those problems, rapidity with
which innovations are made, sophistication of the technology, and education level of workers in the

field. Id.

Plaintiff asserts that a person of ordinary skill in the art of processing and remediation of
contaminated material at the time of the patents-in-suit would have been one with approximately
seven years of work experience in the environmental industry, including five years of experience in
the remediation and processing of contaminated materials, all at the level of engineering technician
or assistant project manager with at least three years experience above the junior level. (P1.’s Expert
Report of Donald R. Sansing q 18, Nov. 13, 2008). Altematively, the person would hold a
bachelor’s degree in environmental science or a related science field and have four years of work
experience in the environmental industry, including three in the remediation and processing of
contaminated materials, all at the level of engineer or project manager. Id.

-10-
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An exception to the plain meaning rule is that the patentee is his or her own lexicographer.
Phillips, 415 F.3d at 1316 (citing CCS Fitness, Inc., 288 F.3d at 1366). The patentee is free to define
a claim term in any way that he or she wishes, even if that definition is inconsistent with the plain
meaning. Id. However, the patentee must express his or her intent to redefine a particular term with
“sufficient clarity to put one reasonably skilled in the art on notice that the inventor intended to
redefine the claim term.” Merck & Co., Inc. v. Teva Pharm. USA, Inc., 395 F.3d 1364, 1370 (Fed.
Cir. 2005) (citations omitted).

2. Intrinsic Evidence

The claims themselves are the starting point for any claim construction. Pitney Bowes, Inc.
v. Hewlett-Packard Co., 182 F.3d 1298, 1305 (Fed. Cir. 1999) (citing Vitronics Corp., 90 F.3d at
1576). When interpreting a claim, a court should look first to the intrinsic evidence, which includes:
(1) the language of the claims themselves, (2) the written specification, and (3) the prosecution
history. Bell & Howell Document Mgmt. Prods. Co. v. Altek Sys., 132 F.3d 701, 705 (Fed. Cir.
1997), rehearing denied, (1998) (citing Vitronics Corp., 90 F.3d at 1582-83). The intrinsic evidence
is the documentation that serves as the public record of the patent, protecting the patentee from
infringement while allowing competitors “to design around the claimed invention.” Id. at 706. Such
evidence is “the most significant source of the legally operative meaning of disputed claim
language.” Vitronics Corp., 90 F.3d at 1582.

‘All claim terms are generally presumed to have meaning in a clainy: [nnova/Pure Water, Inc.
v. Safari Water Filtration Sys., Inc., 381 F.3d 1111, 1119 (Fed. Cir. 2004) (citation omitted).
Accordingly, the Court cannot construe claims to read an express limitation or element out of the
claims. See Tx. Instruments Inc. v. United States Int’] Trade Comm’n, 988 F.2d 1165, 1171 (Fed.
Cir. 1993) (quoting Autogiro Co., 384 F.2d at 396). Furthermore, the doctrine of claim
differentiation holds that different words within a claim and among claims have different meanings.
Andersen Corp. v. Fiber Composites, LLC., 474 F.3d 1361, 1369 (Fed. Cir. 2007) (quoting Karlin
Tech. Inc. v. Surgical Dynamics, Inc., 177 F.3d 968, 971-72 (Fed. Cir. 1999)); Innova/Pure Water,
Inc., 381 F.3d at 1119-20 (citation omitted). However, usage of a term in one claim can often
illuminate the meaning of the same term in other claims. See Phillips, 415 F.3d at 1314. Where
patents-in-suit all derive from the same parent application and share many common terms, the Court
must interpret the claim consistently across all asserted patents. NTP, Inc. v. Research in Motion,
Ltd., 418 F.3d 1282, 1293 (Fed. Cir. 2005), rehearing en banc denied, (2005) (citations omitted);
Microsoft Corp. v. Multi-Tech Sys. Inc., 357 F.3d 1340, 1350 (Fed. Cir. 2004), rehearing en banc
denied, (2004) (citations omitted).

When considering intrinsic evidence, the Court must also read claims in view of the
specification of which they are a part. Phillips, 415 F.3d at 1315 (citation omitted). A patent
specification consists of a written description of (1) the invention, (2) the manner and process of
making and using the invention, and (3) a “preferred embodiment” of the invention, which is the best
mode contemplated by the inventor for carrying out the invention. See 35 U.S.C. § 112. The
specification may be used as a dictionary, which explains the invention and defines terms used in
the claims. Markman v. Westview, 52 F.3d 967, 979 (Fed. Cir. 1995), aff’d, 517 U.S. 370 (1996)
(citation omitted); Bell Atl. Network Servs. v. Covad Commc’ns Group, 262 F.3d 1258, 1268 (Fed.

-11-
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Cir. 2001) (citation omitted). The Court may also use the drawings or figures included or the
documents expressly incorporated by reference in the specification to flesh out the words. Autogiro
Co., 384 F.2d at 398 (citations omitted).

The Court should avoid reading a specification so narrowly as to confine the related claim
to the embodiment described by the specification. See Acumed LLC v. Stryker Corp., 483 F.3d 800,
805 (Fed. Cir. 2007), rehearing en banc denied, (2007) (quoting Phillips, 415 F.3d at 1323); Ventana
Med. Sys., Inc. v. Biogenex Labs., Inc., 473 F.3d 1173, 1181 (Fed. Cir. 2006), rehearing en banc
denied, (2007) (quoting Phillips, 415 F.3d at 1323); SciMed Life Sys., Inc. v. Advanced
Cardiovascular Sys., Inc., 242 F.3d 1337, 1340-41 (Fed. Cir. 2001) (citations omitted). The Federal
Circuit has “expressly rejected the contention that if a patent describes only a single embodiment,
the claims of the patent must be construed as being limited to that embodiment.” Phillips, 415 F.3d
at 1323 (citation omitted). Rather, the embodiments may provide examples or representations to
help define and clarify the terms of the claim. See Constant v. Advanced Micro-Devices, Inc., 848
F.2d 1560, 1571 (Fed. Cir. 1998) (citations omitted). “[U]pon reading the specification in that
context, it will become clear whether the patentee is setting out specific examples of the invention
to accomplish those goals, or whether the patentee instead intends for the claims and the
embodiments in the specification to be strictly coextensive.” Phillips, 415 F.3d at 1323 (citation
omitted).

Finally, in construing claim language, the Court must consider the patent’s prosecution
history before the United States Patent and Trademark Office (“PTO”). Markman, 52 F.3d at 980
(citation omitted); Phillips, 415 F.3d at 1317 (citations omitted). Prosecution history facilitates claim
construction by revealing the intended meaning and scope of technical terms and may even trump
the weight of specification language in some circumstances. Vivid Techs., Inc. v. Am. Sci. & Eng’g,
Inc.,200 F.3d 795, 804 (Fed. Cir. 1999) (citation omitted). A patentee may not construe a term one
way to win approval from the PTO and then use the term in a different way against accused
infringers. Southwall Techs., Inc. v. Cardinal IG Co., 54 F.3d 1570, 1576 (Fed. Cir. 1995), rehearing
en banc denied, (1995) (citing Unique Concepts, Inc. v. Brown, 939 F.2d 1558, 1562 (Fed. Cir.
1991)). Prosecution history prevents “a patentee from regaining, through litigation, coverage of
subject matter relinquished during prosecution of the application for the patent.” Wang Labs. v.
Mitsubishi Elecs. Am., Inc., 103 F.3d 1571, 1577-78 (Fed. Cir. 1997), rehearing en banc denied,
(1997) (citation omitted). Accordingly, courts must determine “whether a patentee relinquished a
particular claim construction based on the totality of the prosecution history, which includes
amendments to claims and arguments made to overcome or distinguish references.” Rheox, Inc. v.
Enact, Inc., 276 F.3d 1319, 1326 (Fed. Cir. 2002) (citation omitted). Claims that the patentee
narrowed in order to obtain the patent cannot be interpreted to extend to that which was previously
eliminated from the patent. Graham v. John Deere Co., 383 U.S. 1, 33 (1966) (citations omitted).
Furthermore, arguments made during prosecution to distinguish a claimed invention over prior art
limit the interpretation so as to exclude any construction that was disclaimed or disavowed.
Southwall Tech., Inc., 54 F.3d at 1576 (citation omitted).

-12-
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3. Extrinsic Evidence

If the intrinsic evidence is insufficient and the claim language remains ambiguous, the Court
may look to any extrinsic evidence concerning relevant scientific principles, the meaning oftechnical
terms, and the state of the art. Phillips, 415 F.3d at 1317 (citations omitted). Extrinsic evidence
consists of all evidence apart from the patent and its prosecution history, including priorart, treatises,
and expert testimony. Id. at 1318 (citations omitted); Vitronics Corp., 90 F.3d at 1584 (citation
omitted). These sources can provide insight into how a person of ordinary skill in the relevant art
would interpret the claim and whether an otherwise common term has a special meaning in a given
field. See Phillips, 415 F.3d at 1317. The Court also may look to extrinsic evidence for assistance
in understanding the underlying patent technology. See Vitronics Corp., 90 F.3d at 1584 (citing
Markman, 52 F.3d at 979). The Court, however, may not use extrinsic evidence “to arrive at a claim
construction that is clearly at odds with the claim construction mandated by the claims themselves,
the written description, and the prosecution history, in other words, with the written record of the
patent.” Key Pharms. v. Hercon Labs. Corp., 161 F.3d 709, 716 (Fed. Cir. 1998), rehearing en banc
denied, (1999) (citations omitted); Vitronics Corp., 90 F.3d at 1583 (“In those cases where the public
record unambiguously describes the scope of the patented invention, reliance on any extrinsic
evidence is improper.”).

4, Narrowing a Claim Term’s Meaning

There are three limited instances where the Court should narrow a claim term’s meaning from
an ordinary and customary meaning:

(1) If a patent specification reveals a special definition given to a claim term by the patentee
that differs from the meaning it would otherwise possess. Phillips, 415 F.3d at 1316 (emphasis
added). In such case, the inventor’s definition will govern. Id. However, there is a heavy
presumption in favor of the ordinary meaning unless the patentee clearly has set forth an explicit
definition for a claim term. Prima Tek II, L.L.C. v. Polypap, S.A.R.L., 318 F.3d 1143, 1148 (Fed.
Cir. 2003), rehearing en banc denied, (2003) (citations omitted).

(2) Ifthe patent specification reveals an intentional disclaimer, or disavowal, of a claim scope
by the inventor. Phillips, 415 F.3d at 1316 (emphasis added). This intention must be clear and
cannot draw limitations from a preferred embodiment. Conoco, Inc. v. Energy & Envtl. Int’, L.C.,
460 F.3d 1349, 1357 (Fed. Cir. 2006), rehearing en banc denied, (2006) (citing Teleflex, Inc. v.
Ficosa N. Am. Corp., 299 F.3d 1313, 1325 (Fed. Cir. 2002), rehearing en banc denied, (2002)).

(3) If a patentee has made a clear and unmistakable disavowal of scope during the
prosecution of the patent. Purdue Pharma L.P. v. Endo Pharms., Inc., 438 F.3d 1123, 1136 (Fed. Cir.
2006) (citations omitted) (emphasis added). Such a disavowal is known as the doctrine of
prosecution disclaimer. Id. '
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5. Method Claims

The invention recited-in-a method claim is the petformance 6f a séries of steps: NTP, Inc.,
418 F.3d at 1322 (citing In re Kollar, 286 F.3d 1326, 1332 (Fed. Cir. 2002). The recited steps in a
method claim do not have to be performed in the sequence recited in the claim unless logic,
grammar, or the specification so require. See Interactive Gift Express, Inc. v. Compuserve Inc., 256
F.3d 1323, 1342-43 (Fed. Cir. 2001) (citations omitted). To establish whether the steps of a method
claim must be performed in the order in which they are written, the Court must conduct a two-part
test. Altiris, Inc. v. Symantec Corp., 318 F.3d 1363, 1369 (Fed. Cir. 2003), rehearing denied, (2003)
(citing Interactive Gift, 256 F.3d at 1342-43). First, the Court looks to the claim language to
determine if logic or grammar requires performance of the steps in the order written. Id. (citation
omitted). If not, the Court examines the rest of the specification to decide whether it “directly or
implicitly requires such a narrow construction.” Id. at 1370 (citation omitted). If either condition
is met, the steps recited in the method claim must be performed in the order written. See id.

B. The ‘614 and ‘862 Patents

The ‘614 and ‘862 Patents are related patents that originated from the same patent application
and share a common specification. Accordingly, the Court will give claim terms appearing in both
patents the same interpretation. See, e.g., NTP, Inc, 418 F.3d at 1293. The Court will first address
the key disputed terms that appear in both claim 1 of the ‘614 Patent and claim 2 of the ‘862 Patent
and then analyze the remaining disputed terms that appear in only one of the two patents. The Court
will not discuss claims 2 or 4 of the ‘614 Patent or claim 3 or 4 of the ‘862 Patent because the parties
agree that the plain meaning applies, and no further construction is necessary.

177 Analysis 6f Kéy Terms Appearing-in Both Patents
-az Processing

Claim 1 of the ‘614 Patent and Claim 2 of the ‘862 Patent recite the same preamble, which
states: “[a] method for processing waste material comprising the steps of . . ..” (PX 2, A28, col. 3,
lines 60-61; PX 3, A37, col.4, lines 17-18). Defendant contends that the preamble limits the claim’s
scope, and therefore, the Court must construe the disputed term “processing.” (Def.’s Brief at 34).
To thatend, Defendant asserts that “processing” means “remediation processing, whereby soil which
is polluted, toxic, or otherwise contaminated is rendered stable — either chemically, physically, or
both — by mixing the soil with an additive, thereby containing the hazardous components of the
waste material.” Id. Plaintiff rejects this view and argues that the preamble is merely introductory
and not a limitation on the claim because it does not recite a central step. (Pl.’s Brief at 16).
Therefore, “processing” is not limited to “remediation processing.” (P1.’s Reply Brief at 32-33).

The Court agrees with. Plaintiff, that the preamble does not contain limiting language. A
preamble is an introductory phrase in the claim that often summarizes the invention or its intended
uses or properties. See, e.g., Bristol-Myers Squibb Co. v. Immunex Corp., 86 F. Supp. 2d 447, 450
(D.N.J. 2000) (citation omitted). A preamble is presumed to be merely introductory language and
not a limitation to the claim. Innova/Pure Water, Inc., 381 F.3d at 1118 (citing In re Paulson, 30
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F.3d 1475, 1479 (Fed. Cir. 1994)). Only if the preamble recites essential structure or steps or is

“necessary to give life, meaning, and vitality” to the claim does it limit the claimed invention.
Catalina Mktg. Int’l, Inc., 289 F.3d at 808 (quoting Pitney Bowes, Inc., 182 F.3d at 1305). Where
the patent references a preamble term again in the claim, the surrounding preamble language is
incorporated by reference into the claimed invention and is limiting. See Bell Comme’ns Research,
Inc. v. Vitalink Commec’ns Corp., 55 F.3d 615, 621 (Fed. Cir. 1995). In the present claims, the term
“processing” as referenced in the preamble does not recite an essential step or give life to the claims.
Nor is it an antecedent later used in the body of the claim. Therefore; the Cotirt adopts Plaintiff’s«
construction: of the term and will not read a:limitation into““processing.”

b... Waste material

Claim 1 of the ‘614 Patent and Claim 2 of the ‘862 Patent both contain the term “waste
material.” The term first appears in the preamble of both patents, and Plaintiff therefore contends
that the language is merely introductory and not limiting. Accordingly, Plaintiff urges the Court to
adopt a broad interpretation of “waste material” that does not restrict the type of material used. (PL.’s
Brief at 16). In support of this view, Plaintiff emphasizes that the ‘614 Patent specification states:
“[i]n general, in a first aspect, the invention features processing waste material by homogenizing
waste material in a homogenizer . ...” (PX2at A27, col. 1, lines 18-20). Later on, the specification
explains that “[s]olid or semi-solid waste material (e.g., contaminated soil) to be processed is loaded
into a loading hopper 10 of an homogenizer 12 . ...” Id. at A27, col. 2, lines 10-12. Plaintiff argues
that the patentee used “e.g.” to denote that contaminated soil merely represents one example of many
types of waste material. (PL.’s Briefat 17). The specification states further that “[b]y solid or semi-
solid, it is meant that the soil consistency may range from dry and totally solid to flowable — e. g,
sludge-like — with as little as 5% by weight, solid chunks.” (PX 2 at A27, col. 2, lines 12-15).
Finally, the specification discloses that “[t]he waste material may be scooped up from a supply dump
14 previously deposited near the loading hopper, or from a sludge pit (not shown), and loaded into
the loading hopper using an excavator 16.” Id. at A27, col. 2, lines 15-18. By using the term “waste
material” rather than a specific type of waste material, Plaintiff asserts that the patentee intended to
use the term in the broadest sense.

Defendant contends that “waste material” refers exclusively to soil and asks the Court to
define the term as “contaminated soil, such as soil contaminated with mining waste.” (Def.’s Brief
at36). Defendant emphasizes that the patent specification repeatedly describes “contaminated soil”
as the waste material being treated. The Background of the Invention to the ‘614 Patent states that
“[t]his invention relates to remediation processing of contaminated soil.” (DX 2 at A27, col. 1, lines
6-7). Similarly, the Abstract to the ‘614 Patent explains that “[a]n apparatus and method for
chemically and physically stabilizing contaminated soil is disclosed . . . . The apparatus and method

~ are useful for processing highly clumped and/or acidic soil, e.g., soil contaminated with mining
waste.” Id. at A21. Later, the specification discloses that “[t]he invention provides a method and
apparatus useful for processing soil which is heavily clumped and/or acidic, e.g., soil contaminated
with mining waste.” Id. at A27, col. 1, lines 58-60.

The. Court. agrees ‘with Plaintiff that “waste material” does not refer excliisively. to
- contaminated soil#Defendant is correct that the Background of the Invention describes the invention
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as amethod for remediation processing of contaminated soil. However, this section merely explains
the ultimate objective of the invention and not the series of steps that lead up to it. These steps
include receiving waste material, separating out and discharging undesirable chunks, and then
homogenizing, weighing, and mixing an additive into the waste material in order to treat any
contaminated soil within it. The other references to “soil” to which Defendant points merely support
the proposition that the overall purpose of the invention is to treat contaminated soil, not that the
material originally received into the homogenizer must only contain soil. The Court should construe
the term “waste material” according to its ordinary and customary meaning and not read a limitation
into it unless the patentee expresses such an intention with clarity. See, e.g., Phillips, 415 F.3d at
1312-13 (citation omitted). The patentee chose the term “waste material” and not “soil” so as not
to limit the type of material covered by the patent. Any reference to “soil” in the specification is
used in the context of an example or preferred embodiment, as denoted with the use of “e.g.”
Accordingly, the Court will not confine the definition of “waste material” to the embodiment
described by the specification. See, e.g., Acumed LLC, 483 F.3d at 805 (quoting Phillips, 415 F.3d
at 1323).

¢. Vibrating' screen box

v Claim 1 of the ‘614 Patent contains the step of “receiving said waste material in a vibrating

screen box.” (PX 2, A28, col. 3, line 62). Claim 2 of the ‘862 Patent includes similar language.
(See PX 3, A37, col.4, line 19). Plaintiff argues that “vibrating screen box” refers to a structure or
apparatus in which a screen is mounted or otherwise held so that it may be moved. (PL.’s Brief at
18). In Plaintiff’s view, the term is not limited to an actual box and is used interchangeably with
“vibrating screen.” Id. Finally, Plaintiff asserts that there is no requirement that the box itself be
caused to vibrate. Id. Defendant contends that “vibrating screen box” means a mechanical device
that (1) uses a screen with openings of a predetermined size to separate out lumps greater than said
predetermined size and (2) includes a mechanical shaker that vibrates the entire device, including
the box holding the mesh screen. (Def.’s Brief at 37). Furthermore, Defendant maintains that
“vibrating screen box” should be narrowly construed to refer only to an actual box. (Def.’s Reply
Brief at 31).

The intrinsic evidence supports Plaintiff’s proposed construction of the term. The ‘614
Patent specification explains that the purpose of the vibrating screen box is to prescreen the
contaminated soil. (See PX 2 at A27, col 2., lines 37-38). The specification states that:

[t]he vibrating screen box, caused to vibrate by a mechanical shaker (not
shown), has a slightly sloped mesh bottom 32 with openings of a desired
size, e.g., six inches across. Chunks of waste material 34 which are larger
than the openings bounce off to the side of the screen box, and the
remainder of the waste material 36 passes through the vibrating screen
box when it vibrates.

Id. at A27, col. 2, lines 38-44. Figure 4 of the ‘614 Patent shows a screen which is caused to be

vibrated by a mechanical shaker. Id. at A26, Fig. 4. The vibrating screen box depicted in Figure 4
as a preferred embodiment is a frame with a flat bottom and three sides, two of which are sloped and
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hold a screen, thus resembling an arcade game. Id. This depiction suggests that a “vibrating box”
is not limited to a four-sided box but merely refers to an apparatus that contains a screen capable of
inducing movement or vibration therein.

This construction is consistent with the ‘614 Patent’s prosecution history, which shows that
the patentee and the Patent Examiner used the terms “vibrating screen box” and “vibrating screen”
interchangeably. In a December 2, 1994 amendment, the patentee argues that “[q]uite unlike Taylor,
the present invention removes all large lumps of waste material completely from the process by
requiring the waste material to pass through a vibrating screen having openings of a predetermined
size.” (PX 6 at TDM000307) (emphasis added). However, the patentee referred to a “vibrating
screen box” earlier in the same amendment. Id. at299. Likewise, the examiner noted in a May 16,
2005 office action that “Taylor does not disclose the vibrating screen” and then went on to say that
“Silveri et. al. teaches, in the analogous field of separation and comminution, a vibrating screen .

..” Id. at TDM000315-16 (emphasis added). Therefore, both the specification and prosecution
history establish that a “vibrating screen box” means any apparatus or device containing a-screen that
can be moved and need not be an actual box.

Furthermore, there is no indication that the entire box must be caused to vibrate. Defendant
contends that the phrase “caused to vibrate by a mechanical shaker” modifies “box” and not
“screen,” which infers that the entire box must vibrate. (Def.’s Briefat 37). Defendant also argues
that the series of undulating lines surrounding the picture of the vibrating screen box in Figure 4
affirms this interpretation. Id. However, the ‘614 Patent specification contains no such limitation
on what part of the vibrating screen must be vibrated. Moreover, the undulating lines depicted in
Figure 4 indicate motion but do not restrict what parts or how much of the screen vibrates. Figure
4 merely represents a preferred embodiment, which the Court will not read into the claim.

:d: = Vibrating
Claim 1 of the ‘614 Patent contains the step of “vibrating said vibrating screen box to
separate lumps of said waste material . . . .” (PX 2, A28, col. 3, lines 63-64). Claim 2 of the ‘862

Patent includes similar language. (See PX 3, A37, col.4, lines 20-21). Plaintiff argues that the
ordinary meaning of the term “vibrating” applies and construes the element as “[t]he screen is
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vibrated, shaken or moved so that lumps of waste material larger than the size of the screen openings
are removed, while smaller lumps pass through the screen (for further processing in accordance with
the patentclaim).” (P1.’s Briefat 20). Defendant maintains that “vibrating” means a “shaking to and
fro as opposed to a rotational movement in a continuous direction.” (Def.’s Brief at 39). In support
of this view, Defendant emphasizes that the ‘614 Patent specification states that the vibrating screen
box is “caused to vibrate by a mechanical shaker .. ..” (See DX 2 at A27, col. 2, lines 38-39).
Defendant then offers definitions from a general use dictionary, which defines “to shake”as “to move
to and fro” and “to vibrate” as “to move to and fro or from side to side: Oscillate.” (DX 24 at A876-
77). Finally, Defendant contends that the prosecution history supports such a limitation because the
‘614 Patent was allowed over prior art that disclosed a device using rotational disks. (Def.’s Brief
at 39).

The Court adopts Plaintiff’s construction of the térim ‘‘vibrating.” Neither the claims nor the
specifications limit the directional movement of the vibrating screen box. Furthermore, the
prosecution history does not enlighten the definition of “vibrating.” The prior art raised by
Defendant above does not disclose a vibrating screen; rather, it refers to a series of rotational discs
used to separate material. Therefore, it would be improper to read the ‘614 Patent prosecution
history as disavowing rotational movement under the definition of “vibrating.” Finally, the Court
need not look to extrinsic evidence in this case because the term “vibrating” is not ambiguous. Even
ifthe Court felt it necessary to do so, the Court would not consult the definition of “to shake,” a term
not included in the patent. The Court must construe the term through the eyes of one of ordinary
skill in the art, which favors using a technical dictionary over a standard dictionary. See Phillips,
415 F.3d at 1318 (citing Vitronics Corp., 90 F.3d at 1584 n.6). The McGraw-Hill Dictionary of
Engineering defines “vibrating screen” as “[a] sizing screen which is vibrated by a solenoid .or
magnetostriction, or mechanically by eccentrics or unbalanced spinning weights.” (PX 9 (Reply)
at 545). This definition does not restrict the directional movement of the vibration as Defendant
suggests.

‘e;” Dropping+

Claim 1 of the ‘614 Patent contains the step of “dropping said waste material into a mixer
after homogenizing . . . .” (PX 2, A28, col. 4, lines 6-7). The parties dispute the meaning of
“dropping.” Claim 2 of the ‘862 Patent also includes the term “dropping,” and, accordingly, the
Court interprets this word consistently between the two claims. Plaintiff asserts that “dropping”
means that the waste material drops or falls into the mixer after it is homogenized. (PL.’s Brief at
24). After homogenization, the waste material is transferred directly or by another means of
conveyance such as from a chute, conveyor, or hopper to where it falls into the mixer. Id. Defendant
construes “dropping” to require the waste material to fall by gravity into the mixer. (Def.’s Brief at
40).

The Court-adopts Defendant’s construction of the teim “dropping.’* The Summary of the
Invention describes an apparatus that includes a “mixer located below the homogenizer to receive
waste material from the homogenizer by gravity feed . . . ” (DX2 at A27, col. 1, lines 38-40)
(emphasis added). The specification goes on to state that “[t]he waste drops, by gravity, through
discharge chute 46 into a mixer 58 located below the homogenizer.” Id. at A28, col. 3, lines 16-18
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(emphasis added). The patentee uses the term “gravity” as a requirement and not in the context of
a preferred embodiment. Therefore, the Court interprets the term “dropping” to mean falling as a
result of gravity.

‘£ Tocated below.

In the same element as discussed immediately above, Claim 1 of the ‘614 Patent goes on to
state that “said mixer [is] located below said homogenizer.” Id. at A28, col. 4, line 7. The parties
dispute the meaning of “located below.” Claim 2 of the ‘862 Patent also includes the term “located
below” in another element, and, accordingly, the Court interprets these words consistently between
the two claims. Plaintiff contends that “located below”only requires that the waste material enter
the mixer after exiting the homogenizer and not that the mixer be located physically below the
homogenizer. (P1.’s Brief at 24). Plaintiff explains that the ‘614 Patent is a method claim which
recites a series of steps not restricted to the order in which they are written unless the language of
the claim so provides. Id. at 24-25. Here, the element lays out a sequence such that waste material
drops into the mixer after homogenizing, clarifying that the mixer is located below the homogenizer
in the process flow. Id. at 24. According to Plaintiff, any of the following situations meets the
definition of “located below:” (1) the mixer being located physically below the homogenizer; (2) the
mixer being located below the point of transfer or drop point from the homogenizer such that the
waste material drops or falls into the mixer from a chute, conveyor, or hopper; or (3) the mixer being
located after the homogenizer in the process flow. Id. Defendant construes “located below” to mean
that the mixer is located at a lower level or altitude than the homogenizer. (Def.’s Brief at 40-41).
Defendant argues that if the material must drop by gravity into a mixer, as the Court concludes, then
that mixer necessarily is located physically below the homogenizer. Id. at 41. In support of this
view, Defendant offers all of the figures depicting the apparatus, each of which shows a mixer
located at a lower level than the homogenizer. Id.

The Court concludes that “locatéd below” means physically below.» The element in dispute
states as follows: “dropping said waste material into a mixer affer homogenizing, said mixer located
below said homogenizer.” (DX 2 at A28, col. 4, lines 7-8) (emphasis added). If the term “located
below” merely meant “after in the process” as Plaintiff suggests, then the Court would be reading
out of the claim the term “after.” All claim terms are generally presumed to have meaning.
Innova/Pure Water, Inc., 381 F.3d at 1119 (citation omitted); see also Tx. Instruments Inc., 988 F.2d
at 1171 (internal citation omitted). Furthermore, under the doctrine of claim differentiation, the Court
will not infer that two different words within a claim— “located below” and “after”— have the same
meaning. See, ¢.g., Andersen Corp., 474 F.3d at 1369 (citation omitted). Therefore, Plaintiff’s
definition of “located below” does not accurately reflect the plain meaning of the term. The Court
notes however, that nothing in the ‘614 Patent specification requires the mixer to be located directly
below the homogenizer so long as it sits at a lower level or altitude than the homogenizer. Figures
1A, 2, and 3 all depict preferred embodiments in which the mixer sits below, but not directly
underneath, the homogenizer. As an example, Figure 3 appears as follows:
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&= Mixery ™

Both claim 1 of the ‘614 Patent and claim 2 of the ‘862 Patent require the use of a “mixer”
as part of the remediation process. However, the ‘862 Patent differs from the ‘614 Patent in that it
removes the step of homogenizing the waste material. As a result, both the homogenization and
mixing of the waste material take place in the mixer and not in separate locations. The parties do
not dispute this distinction. They do dispute the definition of “mixer.” Plaintiff argues that the
Court should interpret “mixer” in both patents as a device or apparatus capable of combining or
blending the additive and waste material. (P1.’s Brief at 28). Defendant urges the Court to construe
“mixer” in both patents as a mechanical device that (1) mixes the waste material and additive, (2)
is separate from the homogenizer, and (3) includes weight-sensing elements (for weighing batches
of waste material). (Def.’s Brief at 49).

The Court affirms Defendant’s construction of “mixer” but.remarks thatit finds no material
difference betweéen the two parties’ ifitérpretations in light of the Coiirt’s Constriiction of other terms
/in the two patents. Defendant admits that the first element of its definition corresponds generally
with Plaintiff’s definition as a whole. (Def.’s Reply Brief at 48). The second element requiring the
mixer to be separate from the homogenizer adds no new meaning to the term. Later in this opinion,
the Court adopts Defendant’s construction of “homogenizer” as used in the ‘614 Patent to mean a
device separate and distinct from the mixer. The ‘862 Patent does not use a homogenizer, so
including the phrase “is separate from the homogenizer” merely restates the obvious. Finally, the
third element of Defendant’s definition agrees with the Court’s later determination that the process
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of weighing must occur in the mixer. Both patent specifications state that “[t]he mixer includes
mixing augers which counter-rotate, as well as weight sensing elements.” (DX 2 at A27, col. 1, lines
50-52; DX 3 at A36, col. 1, lines 50-52). This language limits the construction of “mixer” rather
than merely reciting a preferred embodiment as Plaintiff suggests.

h-Accumtlating a batch

Claim 1 of the ‘614 Patent contains the step of “accumulating a batch of waste material in
said mixer. ...” (PX 2, A28, col. 4, line 8). Claim 2 of the ‘862 Patent includes similar language.
(See PX 3,A37, col.4, line 28). Plaintiff defines this element as “accumulating, loading or gathering
a certain amount of waste material in the mixer.” (PL.’s Brief at 28). According to Plaintiff, the
patent specification does not limit how much waste must accumulate; rather, it simply indicates that
a certain amount of waste material gathers with the purpose of determining how much additive must
be added. Id. at 28-29. Defendant focuses on the term “batch” and construes this element as
“gathering a discrete amount (or group) of waste material in the mixer, which is separately mixed
with an additive through one operation of the claimed method.” (Def.’s Brief at 41). Defendant
argues that the language of the claims calls for a “batch” of material to accumulate, rather than a
constant flow of material into the mixture. Id. at 42.

The Court agrees that a “‘batch” reférs to-a discrete amount of material}- Plaintiff argues that:
Defendant’s constructioriteads a limitation into the claim agaifist the patentee’s intent: The Court
dlsagrees Defendant’s construction merely gives the term “batch” its plain meaning as one “of

‘ordinary skill in the art would understand it. If the patentee meant to describe a continuous. flow
‘.f'iprocess he would have used-the words-“ratio” or “proportion” and not “batch.” " Interpreting
“accumulating a batch” as encompassing a continuous flow of material would fail to give meaning
to the term “batch,” as required under the canons of claim construction applied by this Court. See
Innova/Pure Water, Inc., 381 F.3d at 1119 (citation omitted). Furthermore, the specification itself
describes a process in which discrete amounts of waste material gather. The ‘614 Patent
specification states that “[w]aste material is dropped into the mixer until a batch weight has been
loaded into the mixer . . ..” (DX2 at A28, col. 3, lines 18-19) (emphasis added). After weighing
the batch, “the amount of additive necessary to treat the waste material . . . is added to the mixer.”
Id. at A28, col. 3, lines 37-39. The resulting mixture is then “retained and mixed in the mixer . . .
[and] then discharged from the mixer . . ..” Id. at A28, col. 3, lines 42-44. Thus, one batch of
material is weighed and treated separately through one operation of the processing method.

Defendant’s construction of the element also is consistent with the ordinary meaning of
“batch” when used in the context of a chemical or physical mixing process. A “batch process” is one
in which a quantity of material enters a system and is removed all at once before any additional
material is added. (See DX25 at A886). Furthermore, technical dictionaries define “batch” as “[t]he
quantity of material required for or produced by one operation” or “[a]n amount of material subjected
to some unit chemical process or physical mixing process to make the final product substantially
uniform.” (DX 27 at A902; see also DX 28 at 908; DX 24 at A879). These definitions contrast
sharply with the notion of a continuous process in which material flows constantly into and out of
a mixer during the treatment process.
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-+ Finally, the Court of Federal Claims has defined “batch” in accordance with Defendant’s
‘construction in other cases. In Chemical Separation Technologies, Inc. v. United States, the Court _
“ found the difference between “continuous treatments” and “batch treatments” to be a “major; -
- .distinction.” 51 Fed. CL. 771, 796 (2002). In support of this conclusion, the Court cited an expert’s
testimony that “[a] batch treatment is differentiated from continuous flow in that . . . a specific
volume of water flows into the tank.” Id. Based on the plain language of the patent and affirmed
by dictionary definitions and case law, “batch” can only mean a discrete amount of material.

Claim 1 of the ‘614 Patent contains the step of “weighing said batch of waste material to
determine an amount of additive to be added to said waste material . .. .” (PX 2, A28, col. 4, lines
9-10). Claim 2 of the ‘862 Patent includes similar language. (See PX 3, A37, col.4, lines 29-30).
The parties dispute the meaning of “weighing.” Plaintiff contends that “weighing” means
“[d]etermining the weight, by any means, of the amount of waste material added to the mixer to
determine how much of any basic material should be added to the waste material.” (P1.’s Brief at
A29). In this regard, Plaintiff maintains that the patent does not limit the method or location of the
weighing, so long as it takes place at some point in the process. (P1.’s Reply Brief at 44). Consistent
with its construction of the previous step in the process, Defendant’s interpretation requires the direct
measuring of the waste material’s batch weight within the mixer to determine the amount of additive
to be added. (Def.’s Brief at 44). Defendant argues that the weighing step must occur in the mixer
because both the preceding and subsequent steps take place in the mixer. Id. Furthermore,
Defendant submits that the claims require the method of weighing to be a direct measurement of
weight. Id. at 44-45.

‘The Couit agrees W1th Defendant that the process of ‘weighing must-occur in the mixer: The
plain language of the patent indicates that the weighing step occurs affer the waste material drops
into the mixer. Furthermore, the ‘614 Patent specification states that “[o]nce the waste material is
loaded into the mixer and weighed, the amount of additive necessary to treat the waste material is
determined and added to the mixer.” (DX 2 at A28, col. 3, lines 36-39) (emphasis added). This
language limits the location of the weighing to the mixer and the time to before the additive is added.

The specification also makes clear that the waste material must be weighed by direct, or
scale, measurement of weight. The ‘614 Patent specification describes the inclusion of weight-
sensing elements in the mixer. Specifically, it states that “[w]aste material is dropped into the mixer
until a batch weight has been loaded into the mixer, as determined by load cells 60 on which the
mixer is mounted.” Id. at A28, col. 3, lines 18-20. Furthermore, the Summary of the Invention
explains that “[tfhe mixer includes mixing augers which counter-rotate, as well as weight sensing
elements.” Id. at A27, col. 1, lines 50-52. Plaintiff’s interpretation of “weighing” as allowing any
method of weighing, including by indirect measurements such as volumetric calculations, is not
supported by the disclosures in the patent. Plaintiff argues that the following specification language
indicates that “weighing” may occur through experimentation: “[t]he type and amount of specific
additive(s) needed for a given weight of waste material of a given type is determined by
experimentation.” Id. at A28, col. 3, lines 34-36. However, “experimentation” refers to a method
for determining the amount of additive to be added to the waste material, not the method of weighing
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the waste material. Plaintiff also points to the ‘614 Patent prosecution history in support of its
argument that neither location nor methodology for weighing were “significant to patentability.”
(P1.’s Brief at 30). Whether a patentee adds a particular limitation to overcome prior art or not does
not change the significance of the limitation. The Court must give each and every limitation on a
claim meaning. Accordingly, the Court determines that “weighing” must occur by direct
measurement in the mixer as Defendant contends.

o Additive -+

Both Claim 1 of the ‘614 Patent and Claim 2 of the ‘862 Patent involve the process of adding
an additive to the waste material. Plaintiff construes the term “additive” to mean any basic, or non-
acidic, material. (P1.’s Brief at 33). Alternatively, Defendant defines the term as “a substance or
substances that, when mixed with the waste material, produces a chemically and/or physically stable
material, thereby containing the hazardous components of the waste material.” (Def.’s Briefat 45).

The Court finds Plaintiff’s construction of the term “additive” unduly vague. The ‘614 Patent
specification states that “[t]he treatment additive is calcium oxide (hot lime), calcium carbonate,
some other type of lime, or other basic material which neutralizes the acidity of the waste material
....7 (PX at A28, col. 3, lines 28-31). It goes on to provide that “many other additives known in
the remediation art such as portland cement, sodium hydroxide, and sodium sulfide can be used,
depending on the nature of the material being remediated, and the invention is not to be limited by
the particular additive used.” Id. at A28, col. 3, lines 54-58. Plaintiff formulates its definition of
“additive” based on the patent specification’s first disclosure but fails to account for the second. The
second statement lists several other embodiments of the term “additive,” all of which share the trait
that they are “known in the remediation art.” Id, at A28, col. 3, lines, 54-55. This disclosure
clarifies that the ‘614 Patent defines “additive” in terms of substances that can be used in the
remediation processing of soil and not whether the substance is basic. Finally, Plaintiff’s
interpretation conflicts with the principle of claim differentiation. This doctrine requires the Court
to give meaning to all terms in a patent’s claims and to assign a more limited scope to a claim with
additional language. See, e.g., Andersen Corp., 474 F.3d at 1369 (citation omitted). Claim 5 ofthe
‘614 Patent recites “adding a basic pretreatment additive to said waste material in said homogenizer
.7 (PX 2 at A28, col. 4, lines 41-42) (emphasis added). By using the word “basic” to describe
“additive” in claim 5, the patentee makes clear his intent that the term “additive” in claim 1 does not
refer exclusively to basic material. This; the Court réjects Plaintiff’s reading of “additive’as-a

¥k Piocessing términus

Claim 1 ofthe ‘614 Patent concludes with the step of “dropping said mixture from said mixer
to a processing terminus located below said mixer.” Id. at A28, col. 4, lines 14-15. Claim 2 of the
‘862 Patent includes similar language. (See PX 3, A37, col.4, lines 33-34). Beyond the terms
discussed above, the parties dispute the meaning of “processing terminus.” Plaintiff asserts that this
element means that the mixture is discharged from the mixer to an end point located below or after
the mixer. (P1.’s Briefat 34). In support of this view, Plaintiff offers language from the ‘614 Patent
specification stating that “[tJhe mixture is then discharged from the mixer by retracting slide gate

23



Case 1.06-cv-00472-TCW  Document 184  Filed 02/20/2009 Page 24 of 39

located at the bottom of the mixer (not shown) and allowing the mixture to drop, by gravity, to a
processing termination location 72.” (PX 2, A28, col. 3, lines 44-48). Defendant argues that the
element means dropping the mixture downward (by gravity) to a location that allows entry of a
vehicle to receive the processed waste material. (Def.’s Brief at 46).

Plaintiff’s construction of the term “processing terminus” fails to take into account the
limiting language in the ‘614 Patent specification. The Summary of the Invention states that “[t]he
processing terminus includes space below the mixer which allows entry of a vehicle below the mixer
to receive and transport the processed waste material from the apparatus.” (PX 2 at A27, col. 1, lines
54-57). The description of the patent goes on to disclose that “[t]he processing termination location
is a truck access pit which is large enough to permit a waste-hauling truck 74 to drive under the
mixer and receive the waste/additive mixture as it drops from the mixer. The mixture is then hauled
away to a permanent disposal facility.” Id. at A28, col. 3, lines 48-52. Plaintiff argues that the
preceding statements merely reflect a preferred embodiment of the processing terminus location, and
no language in the specification restricts the structure or location of the processing terminus. (P1.’s
Brief at 34). However, the Court finds that, when read as a whole, the langnage cited in the ‘614
Patent specification above does not merely describe a preferred embodiment. Rather, it limits the
structure and location of the processing terminus to an area in which a vehicle can enter in order to
remove waste material. Plaintiff’§ intérpretation of “processing terminus” is therefore overly broad:
and unduly-vague, and the. Coutt-adopts Defendant’s construction’of the term instead.

2. Analysis of Remaining Term in the ‘614 Patent

a” Homogenizer:

Claim 1 of the ‘614 Patent includes the added step of “discharging said waste material of a
size less than said predetermined size into a homogenizer. .. ” (PX 2 at A28, col. 4, lines 1-2). The
parties disagree over the meaning of “homogenizer.” Plaintiff argues that “homogenizer” refers to
“an apparatus or device capable of making material more uniform or consistent.” (P1.’s Briefat 21).
Plaintiff also contends that even though the ‘614 Patent specification describes a preferred
embodiment of a homogenizer as having a pair of side-by-side homogenizing augers, claim 1 is not
limited by this description. Id. Defendant construes the term to mean a mechanical device, separate
and distinct from the mixer, which homogenizes the waste material. (Def.’s Briefat 39). Defendant
distinguishes its definition from Plaintiff’s in that its definition of homogenizer (1) must actually
homogenize rather than be merely capable of doing so; (2) must be a mechanical device; and (3)
must be separate and distinct from the mixer. (Def’s Reply Brief at 35-36).

The:Court agrees with Défendatit that the homogenizér is separate and distinct.from the
-mixer.:After the method step of requiring “homogenizing said waste material in said homogenizer,”
the next element recites the step of “dropping said waste material into a mixer after homogenizing,
said mixer located below said homogenizer.” (DX 2 at A28, col. 4, lines 6-7) (emphasis added).
The claim therefore describes two separate pieces of equipment — the homogenizer and the mixer
— with the mixer located below the homogenizer. The patent specification supports this
interpretation. The Summary of the Invention notes that “[t]he apparatus includes a homogenizer;
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a mixer located below the homogenizer to receive waste material from the homogenizer . . . .” Id.
at A27, col. 1, lines 38-40.

The Courtalso concludes that the homogenizer must-be a mechanical devices The Summary
of the Invention states fhat “It]he homo genizer includes homogenizing augers which counter-rotate,”
implying that the homogenizer must operate mechanically. Id. at A27, col. 1, lines 47-48. Plaintiff
argues that this description is modified by an earlier sentence, which explains that “[e]mbodiments
of the invention may include one or more of the following features.” Id. at A27, col. 1, lines 43-44
(emphasis added). In Plaintiff’s view, this sentence renders the description of the homogenizer as
a mechanical device merely a preferred embodiment. The Court disagrees. The two sentences
immediately following the above-mentioned sentence use the conditional tense, stating: “may include
aloading conveyor” and “may be solid.” Id. at A27, col. 1, lines 44-47 (emphasis added). However,
the patentee declined to employ the conditional tense when stating that “[t]he homogenizer includes
homogenizing augers which counter-rotate.” Id. at A27, col. 1, lines 47-48 (emphasis added). This
suggests that the patentee intended for the homogenizer to be a mechanical device. Finally, the
specification goes on to describe a homogenizer that has a pair of side-by-side augers, each with
homogenizing paddles that are welded or otherwise mounted to a shaft. Id. at A27, col. 2, lines 52-
62. While this description may be merely a preferred embodiment, that does not detract from the
language in the Summary of the Invention requiring the homogenizer to have counter-rotating
augers.

Tn- all other aspects. of the definitions, the Court finds that the parties agree. Plaintiff’s
reading of “homogemzer “an apparatus or device capable of making material more uniform or
consistent” does not differ materially from Defendant’s interpretation as a “mechanical device . . .
which homogenizes the waste material.” (P1.’s Briefat 21; Def.’s Brief at 39). Claim 1 ofthe ‘614
Patent states that “homogenizing said waste material” will occur “in said homogenizer.” (DX 2 at
A28, col. 4, line 4). The parties agrée that “homogenizing’ means that the waste material is made
more unifofm or consistent as compared to the consistency of the waste material whet first recejved

»by the homogenizet. “Indeed, the patent specification states that the homogenizer serves to reduce
the size of lumps in the waste material. Id. at A27 col. 2, lines 57-58.

3. Analysis of Remaining Term in the ‘862 Patent

a;-Mixing and liomogenizing:

Claim 2 of the ‘862 Patent includes the added step of “mixing and homogenizing the waste
material with the additive in the mixer to form a mixture . .. .” Id. at A37, col. 4, lines 31-33.
Plaintiff construes the element to mean that “[t]he waste material and additive are combined and/or
blended and the waste material is also made more uniform or consistent in the mixer as compared
to the consistency of the material when it is first received in the mixer.” (Pl.’s Brief at 38).
Defendant interprets the element to mean “mixing the waste material with an additive in a mixer to
form a mixture while simultaneously homogenizing the waste material.” (Def.’s Briefat 51). Thus,
the parties only" disagree over whether thé actions of mixing and homogenizing: miust occur:
simultaneously in the mixer.
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Defendant’s construction of the element as requiring simultaneous mixing and homo genizing
in the mixer is the most natural reading of the plain language of the text. The patentee could have
included a separate step each for homogenizing and mixing but chose not to do so. The Court gives =
great weightto the patentee’s decision to incorporate these two actions into one step in the claim and-

-therefore adopts Defendant’s construct1on of the element.

C.. The ‘731 Patent
il Preamble

Claim 1 of the ‘731 Patent includes a preamble, which states: “[a] method for producing a
structural fill material comprising the steps of .. ..” (PX 1 at A18, col. 10, lines 16-17). As with
the ‘614 and ‘862 Patents, Plaintiff argues that the preamble provides an introduction and does not
limit the terms of the claim. (PL.’s Brief at 40). Defendant rejects this notion and asserts that the
preamble restricts the definition of “structural fill material” to a soil-like material suitable for
beneficial reuse, with improved structural or compressive strength and reduced windborme fugitive
dust emissions. (Def.’s Brief at 18).

The Couﬁ agrees with Plaintiff that the preamblé does not litnit the terths of the ‘731 Patent.
A preamble only restricts the meaning of a claim when it constitutes an antecedent for a term later
used in the text of the claim. See Catalina Mktg. Int’l, Inc., 289 F.3d at 808 (citation omitted). In
the claim at issue, the patentee uses the term “structural fill material” in the preamble and then again
in the last step of claim 1. However, the term in the body of the claim does not refer back to the
preamble because it does not state “said structural fill material.” Thus, the Court will not read the
preamble as limiting the meaning of “structural fill material” and will construe the term
independently later in this opinion.

27 Dredged Material

Claim 1 of'the ‘731 Patent refers repeatedly to “dredged material.” Plaintiffurges the Court
to adopt a broad interpretation of the term as referring to any material, including sediment, sand, or
silt that is removed from waterways (PL’s Brief at 40). According to Plaintiff, the patent
specification supports this view by stating that the invention “involves dredging materials such as
sediment or silt that has been deposited in navigable waterways such as channels, harbors, lakes, and
rivers.” (PX 1 at Al4, col. 2, lines 53-56). Defendant construes “dredged material” more narrowly
tomean material that has been removed from underwater locations by dredging. (Def.’s Brief at 19).
Accordingly, Defendant offers language in the specification stating that the “invention relates in
general to the fixation, stabilization and solidification of materials dredged from a waterways . . .

7 (DX 1 at Al4, col. 1, lines 13-15) (emphasis added). Defendant also maintains that the
Background section discusses the importance of waterways in the United States, the need to dredge
them to maintain adequate depths, and proper disposal of dredged sediments. Id. at A14, col. 1, lines
18-19,35-37; A14, col. 2, lines 41 45 Finally, Defendant notes that the specification d1scloses the

following:
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Once in the treatment vessel 26, the sediment 16 will be referred to
herein as dredged materials 28. It should be noted that dredged materials
28 may typically include sands, silts, clays and other materials in
addition to sediment 16 that is removed from the subaqueous location
such as waterway 14.

Id. at A15, col. 4, lines 16-21.

TheCourt favors a broad intérpretation of “dredgednaterial > ds encompassing-any material
.that can'be dredged.: The Court agrees with Plaintiff that the specification language cited by
Defendant above merely explains that “dredged material” may include material removed from a
subaqueous location such as a waterway but is not limited to material from a subaqueous source.
The patent’s description as an invention that “relates in general to the fixation, stabilization and
solidification of materials dredged from a waterways . . . .” does not restrict dredged material to an
underwater location as Defendant suggests; rather, it merely explains that the material is removed
froma waterway. Seeid. at A14, col. 1, lines 13-15 (emphasis added). The Court will not read this
limitation into the claim absent language that explicitly restricts “dredged material” to a substance
deriving from a subaqueous source.

3.-Containment Receptacle:

Claim 1 of the ‘731 Patent includes the step of “depositing the dredged material into a
containmentreceptacle . ...” (PX 1at A18, col. 10, lines 19-20). The parties dispute the meaning
of the term “containment receptacle,” which the patentee uses repeatedly in the claim. Plaintiff
describes “containment receptacle” as any ocean-going or land-based device or apparatus capable
of containing or holding material. (P1.’s Brief at 42). Defendant defines the term as an apparatus,
device, or structure, such as a barge, scow, or pit, separate and apart from the mixing container,
where dredged material is held during treatment. (Def.’s Brief at 20). The primary difference
between these two definitions is that Defendant’s specifies that the containment receptacle is
separate from the mixing container in which the additive slurry is created.

The Court.agrees with Deéfenidant-that the.containment receptacle is separate and distinct
from. the- m1x1ng -containerr The plain language of the claim supports this interpretation. The
invention calls for “depositing the dredged material into a containment receptacle” and removing
free water from the dredged material. (PX 1 at A18, col. 10, lines 19-22). In separate steps, the
method claim then requires “creating an additive slurry in a mixing container” and “pumping the
additive slurry from the mixing container to a mixing assembly disposed within the containment
receptacle . ...” Id. at A18, col. 10, lines 23-26. The plain language of the patent makes clear that
the additive slurry originates in a mixing container and then pumps into the containment receptacle,
thus demonstrating that the mixing container and containment receptacle exist separately and
distinctly from one another. Under the doctrine of claim differentiation, the Court infers that
different words within a claim have different meanings. See, e.g., Andersen Corp., 474 F.3d at
1369 (citation omitted). Thus, the Court must interpret “containment receptacle” and “mixing
container” as referring to separate vessels.
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The prosecution history also shows that the patent applicant explicitly disavowed any
construction of “containment receptacle” not separate and distinct from the mixing container. The
patent applicant’s informal amendments called for “depositing the dredged material into a first
vessel,” “creating an additive slurry in a second vessel,” and then “moving the additive slurry from
the second vessel to the first vessel.” (DX 4 at A230). The Patent Examiner objected, stating that
“the method of creating and moving the additive slurry from the first to second vessel appear[s] not
to be defined over the prior art.” Id. at A228. In the final amendment of the claim, the applicant
redefined “first vessel” as “containment receptacle” and “second vessel” as “mixing container.”
See id. at A246. In argument to the Patent Examiner, the patent applicant repeated several times
that “[t]he pending amended claims require the steps of creating an additive slurry in a mixing
container and pumping the additive sturry from the mixing container to a mixing assembly disposed
within the containment receptacle.” Id. at A242-44. He went on to state that “[a]n additive shurry
is created in a mixing container which is separate from the containment receptacle.” 1d. at 244
(emphasis added). Thus, the patent applicant explicitly disavowed the possibility that the
containment receptacle and the mixing container are one and the same.

4 Free Watep

Claim 1 of the ‘731 Patent contains the step of “removing free water from the dredged
material and the containment receptacle . . ..” (PX 1 at A18, col. 10, lines 21-22). The parties
dispute the meaning of “free water.” Plaintiff contends that a person of ordinary skill in the art
would understand “free water” to mean the removal of water that is free from dredged material.
(PL.’s Brief at 42). Defendant would limit the term to standing water that has accumulated above
the surface of the dredged material in the containment receptacle. (Def.’s Brief at 22). Defendant

" argues that the patent specification refers only to “free standing water” and not “free water” when
describing the invention. (See DX 1 at A16, col. 5, lines 3-10, 34-35; A16 col. 6, lines 1-2).

The Court adopts Plaintiff’s interpretation.of “free water” because it most accurately reflects
the:plain-meaning of the term: Defendant’s definition impermissibly reads a limitation into the
phrase The claim language requires removal of free water from the dredged material and the
containment receptacle but does not specify the method of such removal. The patentee could have
used the term “free standing water” but chose “free water” instead. The fact that the patent
specification speaks of “free standing water” merely reflects a preferred embodiment and not a
limitation on the claim itself. Indeed, the specification offers examples of how free water can be
removed from the dredged material without listing any restrictions on the process. For example,
it states that “[t]he dredged materials in the treatment vessel are then dewatered and debris removed
therefrom” and “free standing water is removed from the freatment vessel using pump 34.” Id. at
A1l4, col. 2, lines 59-60; A16, col. 5, lines 3-4. Therefore, the Court will not read a limitation into
the claim language where the patentee did not so intend. See Phillips, 415 F.3d at 1316.

.5: Additive Slurry

Claim 1 of the “731 Patent includes the step of “creating an additive slurry in a mixing
container ....” (PX1atAlS8, col. 10, line 23). The parties agree that an “additive” may comprise
(1) acement-based additive, Portland cement, a high alkali additive, CaO, Ca(OH),, CaCO,, or any
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mixture thereof; (2) FeCl,, coal ash, fly ash, bed ash, cement kiln dust, lime kiln dust, clay slay,
sodium silicate, calciim silicate, wood chips, ground corn cobs, diatomaceous earth, natural soil,
or mixtures thereof; or (3) iron salts, ferrous sulfate, magnesium salts, silica, asphalt emulsions,
alcohols, amides, amines, carboxylic acids, carbonyls, sulfonates, activated carbons, sodium
carbonates, potassium permanganate, calcium hypochlorite, sodium hypochlorite, or mixtures
thereof. (Joint Claim Constr. Brief at 4). However, the parties dispute the meaning of the term
“additive slurry,” which appears multiple times throughout the claim. Plaintiff construes the term
to mean a form of additive that promotes uniform mixing and reduces the potential for particulate
emissions. (PL’s Brief at 43). Defendant, on the other hand, proposes a definition of a uniform,
thin, watery mixture of a liquid, usually water, and any of several additives. (Def.’s Brief at 23).

The Court agrees with Defendant that an “additive slurry” must contain a watery mixture
or liquid of some sort. The 731 Patent specification states that “[t]he additives are introduced into
the dredged material 58 in the form of a slurry to promote uniform mixing and to reduce the
potential for particulate emissions.” (DX 1 at Al6, col. 6, lines 55-57). This language supports
Plaintiff’s proposition that the purpose of the additive slurry is to promote uniform mixing and
reduce the potential for particulate emissions. However, it does not describe the composition of an
additive slurry. The specification repeatedly discusses an additive slurry in the context of being
pumped into the dredged material, which implies that the slurry contains liquid. It states “[f]or
example, the clarified water may be mixed with an additive slurry . . . and pumped into the dredged
materials 28.” Id. at A16, col. 5, lines 27-29. Later, the specification discloses that “[t]he additives
may be combined in the mixer to form a slurry that is pumped through supply lines 68 via pump
70 directly to the mixing assembly 56.” Id. at A16, col. 6, lines 52-55. Plaintiff cites the following
specification language for the proposition that the additive slurry may be dry:

The additives are introduced into the dredged material 58 in the form of
a slurry to promote uniform mixing and to reduce the potential for
particulate emissions. It will be understood by one skilled in the ordinary
art that other methods for the transfer of dry additives from the silos 64
directly to the mixing assembly 56, such as pneumatic transfer or on a
conveyor, may also be used without departing from the principles of the
present invention.

1d. at A16, col. 6, lines 55-62 (emphasis added). This language explains that dry additives may be
used but does not suggest that the slurry itself remains dry. Therefore, the Court finds that the plain
meaning of “additive slurry” requires a liquid mixture.

The patent’s prosecution history further supports Defendants’ construction. To overcome
prior art, the patent applicant disclaimed or surrendered the use of dry additives. The word “slurry”
was not included in the “731 Patent claims until the applicant’s final amendment. (DX 4 at A230).
In the applicant’s accompanying remarks, he argues that “[t]he pending amended claims require the
steps of creating an additive slurry in a mixing container and pumping the additive slurry from the
mixing container to a mixing assembly disposed within the containment receptacle.” Id. at A242.
The applicant distinguished prior art as “teach[ing] away from the Applicant’s present invention by
adding dry additives which contribute to potentially harmful particulate emission.” Id. at 243. Based
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on the foregoing, the prosecution history affirms that the patent applicant disavowed the use of dry
additives in the term “additive slurry.”

Beyond the four corners of the patent specification and the prosecution history, the extrinsic
evidence supports Defendant’s construction of “additive shurry.” Neither the patent specification nor
the prosecution history provides a precise definition of “additive slurry.” Therefore, the Court may
consider extrinsic evidence in the form of dictionary definitions. See Phillips, 415 F.3dat1317. The
Merriam-Webster Dictionary defines “shurry” as “a watery mixture of insoluble matter (as mud, lime,
orplaster of paris).” (DX 12 at A679). The American Heritage Dictionary similarly defines the term
as “[a] thin mixture of a liquid, esp[ecially] water, and any of several finely divided substances, such
as cement, plaster of Paris, or clay particles.” Id. at A672. Furthermore, the patentee’s 1997
brochure describing his patented process specifies that all water removed from the barges in the
dewatering process is used in preparing the slurry. (DX 11 at A649).

Finally, the Court finds Plaintif{’s construction of “additive slurry”’ undulyvague. In Geneva
Pharmaceuticals, Inc. V. GlaxoSmithKline PLC, the Federal Circuit held that a patent claim is
indefinite if a skilled artisan cannot determine if an accused product infringes. See 349 F.3d 1373,
1383-84 (Fed. Cir. 2003) (citation omitted). Furthermore, 35 U.S.C. § 112 requires a patent
specification to “conclude with one or more claims particularly pointing out and distinctly claiming
the subject matter which the applicant regards as his invention.” This statute seeks to allow third
parties to design around and avoid actions which might infringe a patent. Under Plaintiff’s purely
functional construction of the claim, a person of ordinary skill in the art would not know whether
a particular composition of slurry falls within the scope of the patent or not because Plaintiff does
not define the amount of water necessary to meet its definition. Therefore, the Court rejects
Plairitiff’s constriction of the term “additive slurry” in favor of Déferidant’s narrower interptetation.

67 Mixing Contaiters

Claim 1 of the ‘731 Patent includes the steps of “creating an additive slurry in a mixing
container” and “pumping the additive slurry from the mixing container to a mixing assembly
disposed within the containment receptacle . ...” (DX 1 at A18, col. 10, lines 23-25). The parties
dispute the meaning of “mixing container.” Plaintiff construes the term to mean a contained area,
which does not have to be physically separate from the containment receptacle (P1.’s Briefat 44-45).
Defendant interprets “mixing container” to mean an apparatus, device, or structure that is separate
and apart from the containment receptacle, wherein the additive(s) and water are held, while
uniformly mixed to create the additive slurry. (Def.’s Brief at 24).

The Court agrees with-Defendant-that the niixing container must exist separately-from:the
containnient receptacle; “The plain language of the claim supports this interpretation. The claim calls
for creating an additive slurry in a mixing container and then pumping it to a mixin g assembly within
a containment receptacle. (DX 1 at A18, col. 10, lines 23-25). Thus, the invention requires three
separate and distinct devices: a mixing container, a mixing assembly, and a containment receptacle.
Defining a “mixing container” merely as a “contained area” does not indicate clearly to a third party
to which of these three areas “mixing container” refers and violates the tenets of Geneva
Pharmaceuticals, Inc. and 35 U.S.C. § 112. Furthermore, the figures that accompany the patent
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specification show a separate device for mixing that connects to a mixing assembly by supply lines.
(DX 1 at A2-A13). Figure 5 depicts a mixer that feeds to a pump that is connected by supply lines
- directly to the mixing assembly, which sits inside a containment receptacle identified as “treatment
vessel 26.” Id. at A7.

~ Theprosecution history affirms Defendant’s construction of “mixing container.” Following
the Patent Examiner’s rejection of the patent applicant’s claims on three occasions, the Patent
Examiner conducted an interview with the applicant on April 9, 2001 to consider his informal claim
amendments. (DX 4 at A228). The Patent Examiner rejected the proposed amendments and gave
the following explanation:

Applicant’s attorney proposed changes to claims 3, 7, 9, 11, 30, 35, 37
and 39 to further define the claim to recite that method steps of depositing
the dredged material into a first vessel, creating an additive slurry in a
second vessel and moving the additive slurry from the second vessel to
the first vessel as recited in the proposed amendment faxed 4/9/2001 for
the interview purpose. However, examiner respectfully disagreed with
applicant’s opinion because the first and second vessel for the dredged
materials are broadly defined and the method of creating and moving the
additive slurry from the first to second vessel appear not to be defined
over the prior art.

1d. (emphasis added). Thereafter, the patent applicant submitted a final amendment of claims on
April 23, 2001. Id. at A240-53. In response to the Patent Examiner’s interview comments, the
patentapplicant redefined “first vessel” as “containment receptacle” and “second vessel” as “mixing
container.” Id. at A228. In arguing for patentability, the applicant emphasized that “[a]n additive
slurry is created in a mixing container which is separate from the containment receptacle.” Id. at -
A244. This language makes clear that the applicant disavowed any claim construction inconsistent
with the mixing container existing separate and apart from the containment receptacle. The patent
applicant confirmed this disavowal in his repeated argument that “[t]he pending amended claims -
require the steps of creating an additive slurry in a mixing container and pumping the additive slurry
from the mixing container to a mixing assembly disposed within the containment receptacle.” Id.
at A242-43. Ultimately, the amended claims issued as the claims of the ‘731 Patent.

Plaintiff mischaracterizes the prosecution history to suggest that the claim terms do not
require the mixing container and containment receptacle to be separate vessels. Plaintiff interprets
the Patent Examiner’s April 9, 2001 interview summary as concluding that.creating an additive
slurry in a separate vessel and moving it to a first vessel was not a patentable method. This is not
accurate. The interview summary rejects the amendments because “the first and second vessel . .
. are broadly defined and the method of creating and moving the additive slurry from the first to
second vessel appear not to be defined over the prior art.” Id. at A228. The Patent Examiner
rejected the amendments because the method of moving additive slurry from one vessel to another
was not defined over the prior art, not because it required the use of two separate vessels. Indeed,
when the applicant submitted revised amendments on April 23, 2001 more narrowly defining one
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vessel as a “containment receptacle” and the second as a “mixing container,” the Patent Examiner
accepted the modifications and issued the patent.

Furthermore, the Court disagrees with Plaintiff’s assertion that a separate mixing container
is only a preferred embodiment. Plaintiff cites the following statement made by the patent applicant
in response to the Patent Examiner’s April 9, 2001 interview:

In the preferred embodiment of the present invention, the containment
receptacle is shown to be a barge of [sic] scow. The dredged material
deposited into the containment receptacle remains therein during the step
of removing the free water from the dredged material. An additive slurry
is created in a mixing container which is separate from the containment
receptacle. The additive slurry is pumped from the mixing containér to
a mixing assembly which is disposed within the containment receptacle
to mix the dredged material with the additive slurry to form a
substantially homogenous mixture.

(DX 4 at A243-44) (emphasis added). However, the preferred embodiment discussed above refers
to a containment receptacle taking the form of a barge or scow, not whether the containment
receptacle exists separately from the mixing container. Plaintiff’s interpretation of the prosecution
history stretches the plain meaning of the term. Accordingly, the Court upholds Defendant’s:
construction of “Mixing container” as an-accurate reflection of the patentee’s intent.

[7. Pumping,

Claim 1 ofthe “731 Patent contains the step of “pumping the additive slurry from the mixing
container to a mixing assembly disposed within the containment receptacle . ...” (PX 1 at A18, col.
10, lines 24-26). The parties dispute the meaning of “pumping.” Plaintiff argues that the term
means mechanically transferring, conveying, or moving. (Pl.’s Brief at 51). Defendant defines
“pumping” as transferring a watery mixture by a pump. (Def.’s Brief at 26). Defendant also
interprets the entire element as requiring the slurry to be pumped directly to the mixing assembly.
Id. at 28-29 (emphasis added). Plaintiff opposes this limitation.

Defendant’s construction of the term “pumping” as requiring an actual pump is supported
by the plain language of the patent and the accompanying specification. The specification teaches
that “[t]he additives may be combined in a mixer 66 to form a shurry that is pumped through supply
lines 68 via pump 70 directly to the mixing assembly 56.” (DX 1 at A16, col. 6, lines 52-55)
(emphasis added). The specification states further that “[dJuring the treatment process, a slurry of
additives may be pumped into the dredged materials 28 as the mixing assembly 56 rotates, thereby
transforming the dredged materials 28 into a homogenous mixture 60.” Id. at A16, col. 6, lines 15-
18. This language establishes that the pumping action must occur via a pump and not some other

device.

Plaintiff argues that a pump is merely a preferred method of pumping. Accordingly, Plaintiff
cites specification language that states “additives may be combined in a mixer 66 to form a slurry

32,



Case 1:06-cv-00472-TCW  Document 184  Filed 02/20/2009  Page 33 of 39

that is pumped through supply lines 68 viapump 70 ... ." Id. at A16, col. 6, lines 52-54 (emphasis
added). However, the claim does not recite the step of moving the additive slurry by pneumatic
transfer or conveyor but instead plainly recites “pumping.” The Court also reads the word “may” as
referring to combining additives in a mixer, not of pumping slurry via pump. There is no indication
here that the patentee intended this language to make a pump a preferred embodiment rather than a
required mechanism. Plaintiff goes on to cite specification language stating: “[i]t will be understood
by one skilled in the art that other methods for the transfer of dry additives . . . directly to the mixing
assembly 56, such as pneumatic transfer or via a conveyor, may also be used without departing from
the principles of the present invention.” Id. at A16, col. 6, lines 58-62 (emphasis added). Plaintiff
also points to Figure 2 of the ‘731 Patent specification as showing that an additive slurry may be
formed in a mixer 66, then pumped through a supply line 68 using a pump to the mixing assembly
58, or, alternatively, that a dry additive may be transferred to the mixing assembly 56. (PL’s Brief
at 52). According to Plaintiff, this figure and its accompanying description in the patent
specification indicate that the material to be pumped could be either a dry additive or an additive
slurry. Id. Thus, the pumping action need not occur by means of an actual pump, which only moves
wet material. Seeid. The Court observes that the language Plaintiff cites above relates to means of
moving dry additives, such as by pneumatic transfer or conveyor. Claim 1 of the ‘731 Patent does
not cover such methods because it is directed to an “additive slurry,” not “dry additives.” Theréfore,
Plaintiff has stretched the meaning:of “pumping” beyond its-ordinary meaning, and the Court cannot
accept itsoverly broad interpretation of the'term.

The ‘731 Patent prosecution history substantiates Defendant’s interpretation of the term. The
patent did not include the “pumping” limitation until the final amendment of the claims. The
patentee added the term in response to the Patent Examiner’s rejection of the term “moving” during
the April 9, 2001 interview. (See DX 4 at A246). Specifically, the patent applicant first proposed
“moving the additive slurry from the second vessel to the first vessel.” Id. at A234. After the Patent
Examiner rejected this language as not defined over prior art, the applicant replaced “moving” with
“pumping” in order to narrow the term. Id. at A246. On three separate occasions in his remarks
accompanying the amendment, the patent applicant distinguished the claimed invention from the
cited prior art by stating: “[t]he pending amended claims require . . . pumping the additive slurry
from the mixing container to a mixing assembly disposed within the containment receptacle.” Id.
at A242-44 (emphasis added). In so doing, the applicant surrendered any method of moving the
additive slurry other than by pumping.

The Court-also agrees with Defendant that the slurry must be pumped directly to the mixings
assembly. In the informal amendments the patent applicant submitted to the Patent Examiner prior
to the April 9, 2001 interview, the applicant proposed the element of “moving the additive slurry
from the second vessel fo the first vessel.” (DX 4 at A234) (emphasis added). The final amendment
modified the phrase to state “pumping the additive slurry from the mixing container fo a mixing
assembly disposed within the containment receptacle . . . .” Id. at A250 (emphasis added). The
applicant made the change in response to the Patent Examiner’s objection that the method of moving
and creating the slurry were not defined over prior art. See id. at A228. By this amendment, the
applicant disavowed simply depositing the slurry into the containment receptacle and adopted a
specific method and destination for the shurry: “pumping” and “mixing assembly” respectively. If
the applicant had not intended for the slurry to be pumped directly to the mixing assembly, he could
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have claimed the process of pumping the additive slurry to the containment receptacle. Instead, the

applicant chose to narrow the claims in order to gain their issuance. Indeed, the patent specification

states that the additive slurry “is pumped through supply lines 68 via pump 70 directly to the mixing

assembly 56.” (DX 1 at A16, col. 6, lines 53-55). Figures 2, 5, 7, and 8 also show a supply line 68

running from the mixing container 66, to the mixing apparatus 58, and down the arm of the mixing

apparatus to the mixing assembly 56. Id. at A4, A7, A9, A20. Based upon the foregoing, the Court;
agrees with Defendant that the additive slurry mustbe pumped. dlrectly to amixing assembly: Figure

5 is depicted below:

-34.-



Case 1:06-cv-00472-TCW  Document 184  Filed 02/20/2009 Page 35 of 39

8. Mixing Assembly

The parties dispute the meaning of “mixing assembly” as used in claim 1 of the ‘731 Patent.

This term appears in the element discussed above, which recites the step of “pumping the additive

slurry from the mixing container to a mixing assembly disposed within the containment receptacle

.7 1d. at A18, col. 10, lines 24-26. Plaintiff argues that the term refers to any apparatus capable

of mixing and does not limit its location. (PL.’s Briefat 54). Defendant defines “mixing assembly”

as a device for mixing the additive slurry into the dredged materials, the mixing assembly positioned
within the containment receptacle. (Def.’s Brief at 27).

While the Court does not see-any:material difference in the parties’ construction, it finds that-
Deféndaiit’s” intérprétation: more ‘closély réflects the plain language of the patent. The primary
difference between the two definitions is that Defendant’s requires the mixing assembly to sit inside
the containment receptacle and Plaintiff’s does not. The plain language of the element describes a
“mixing assembly disposed within the containment receptacle . .. .” (PX 1 at A18, col. 10, lines 25-
26). Defendant’s proposed definition gives meaning to all of the terms in the element. Plaintiffeven
concedes that “[t]o the extent that the mixing assembly is disposed within the container receptacle,
TDM’s claim term construction that the mixing assembly is placed in the containment receptacle
does not appear at issue.” (Pl.’s Reply Brief at 25). Accordingly, the Court adopts Defendant’s
interpretation of “mixing assembly.”

9. Substantially Homogenous Material.«

Claim 1 of the ‘731 Patent contains the step of “mixing the additive slurry into the dredged
material to form a substantially homogenous mixture....” (PX 1at A18, col. 10, lines 27-28). The
parties dispute the meaning of “substantially homogenous mixture.” Plaintiff defines the element
in its entirety as combining or blending the additive slurry with the dredged material to form a
mixture that is more consistent and uniform than it was before mixing. (PL’s Brief at 54).
According to Plaintiff, the ‘731 Patent specification does not require any specific degree or amount
of mixing under the claims. Id. Defendant argues that “substantially homogenous mixture” means
a mixture in which additive slurry is uniformly distributed throughout the dredged material. (Def.’s
Brief at 29).

Thie Court agrees with Defefidant’s definition'requiring uniform distribution of the additive
slurry= The patent specification explains that “a shurry of additives may be pumped into the dredged
materials 28 as the mixing assembly 56 rotates, thereby transforming the dredged materials into 28
ahomogenous mixture 60.” (PX 1 at A16, col. 6, lines 16-19). The specification goes on to disclose
two benefits of creating an additive slurry: “promot[ing] uniform mixing and . . . reduc[ing] the
potential for particulate emissions.” Id. at A16, col. 6, lines 56-57. Thus, the purpose and function
of the claimed invention support Defendant’s interpretation. The specification later explains that:

in order to beneficially re-use the dredged materials 28, additives such as
Portland Cement are blended thoroughly into the dredged materials 28 to
form a substantially homogenous materials 69 [sic]. This treatment
process chemically and physically alters, through fixation, solidification
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and stabilization, the finer elements of'the dredged material 28 so that,
upon hydration, the material 69 gains structural strength . . . .

-Id. at A17, col. 8, line 65-A18, col. 9, line 5. This disclosure make clear that the “substantially
homogenous mixture” results from the uniform mixing and thorough blending of the additive slurry
-and dredged material. Plaintiff’s construction does not require the additive slurry to be thoroughly
blended with the dredged material so long as the distribution becomes incrementally more uniform
from mixing. This interpretation essentially vitiates the term “substantially” by requiring only a
minimal improvement in uniformity of the mixture. If the Court were to adopt Plaintiff’s definition,
mixing of the additive might increase its distribution but fail to achieve the goal of chemically and
physically altering the dredged material as a whole:.

10:" Curing' -

Claim 1 of'the ‘731 Patent contains the step of “curing the substantially homogenous mixture
in the containment receptacle, thereby producing a structural fill material and reducing particulate
emissions.” Id. at A18, col. 10, lines 29-31. The parties dispute the term “curing.” Plaintiff argues
that the term means simply allowing enough time for the mixture to solidify and stabilize. (PL’s
Brief at 55). Defendant contends that it means allowing for chemical fixation, stabilization and
solidification reactions, caused by the additive slurry, to occur. (Def.’s Brief at 30).

The. Court adopts Plaintiff’s construction of the term because it more:clearly-reflects the
language in the patent specification. The patent specification states: '

Mixing of the additives into the dredged material is accomplished using
- amixing assembly which mayhave horizontal orvertical mixing systems.
Thereafter, the curing process effectively.completes the dewatering of the
dredged materials . . . and creates a highly impermeable structural fill
material which may be used as a cap for a landfill, as the site for the
construction of a building or as a paving material for parking lots, airfield
construction, road base or other Department of Transportation projects.

(PX 1 at Al4, col. 2, line 62-A15, col. 3, line 5). This language merely describes the intended goal
of the curing process, which is to produce a structural fill material and reduce particulate emissions.
Nothing in the specification limits the result of curing to chemical fixation, stabilization, and
- solidification reactions, as Defendant suggests. Indeed, Defendant’s interpretation of the patent
specification impermissibly reads a limitation into the claim. Defendant emphasizes that the 731
Patent Abstract describes the invention as a “method for treating materials” to “stabilize the dredged
materials by chemical fixation and solidification to form the structural fill.” Id. at A2. However,
the language actually discloses “[a] method for treating materials dredged from a waterway, such as
a harbor or channel, and forming a mixture suitable for beneficial re-use as a structural fill.” Id. The
Abstract only discusses chemical fixation and solidification in the context of the fixation,
stabilization and solidification stage, which is separate and distinct from the curing stage. See id.
Next, Defendant offers as support for its construction language in the specification stating that “[tThe
fixation, stabilization and solidification process . . . physically and chemically transforms the dredged
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materials into a structural fill . . . .” Id. at A15, col. 3, lines 13-15. Once again, this statement
indicates that the fixation, stabilization and solidification process, not the curing process, requires
physical or chemical transformation to occur. The Court will not impute limitations on the definition
of “curing” where the patentee did not so intend.

Defendant claims that the prosecution history supports its case. According to Defendant, the
prosecution history dictates the method of “chemical fixation” because the patent applicant
distinguished his use of the term “curing” from the Kapland Patent’s use of “basifying” by arguing
that “curing” is “the technical term for perfecting through chemical change.” (DX 4 at A210).
Defendant also cites language in the applicant’s statement stating that “[flurther demonstrating that
the ‘121 [Kapland] patent is not a chemical reaction is the absence of any mention of solving the
problem of the fines of the dredged materials drying out and blowing away as dust.” 1d. (emphasis
added). The Court reads this prosecution history as distinguishing “curing” from “basifying,” not
as surrendering or disavowing any subject matter. The patentee made no statement to indicate
otherwise. Therefore, the Court adopts Plaintiff’s construction of the term “curing.”

L1.: Structural Fill Material

The final term of the “731 Patent in dispute is “structural fill material,” which appears in the
preamble and final step of the claim. Plaintiff asserts that it means fill material that may be used as:
(1) a cap for a landfill; (2) the site for the construction of a building; (3) paving material for parking
lots, airfield construction, road base or other Department of Transportation Projects; (4) material
suitable for beneficial reuse as an engineered structural fill material; (5) a liner protective cover; (6)
a daily cover or final cover over a landfill; (7) strip mine reclamation; (8) a cap for Brownfield
property or in another environmental remediation plan; (9) beach nourishment; (10) habitat
development projects; (11) other beneficial uses; or (12) other uses requiring the use of structural
fill. (P1’s Brief at 56).

Defendant contends that the term means a soil-like material suitable for beneficial reuse, with
improved structural or compressive strength and reduced wind-borne fugitive dust emissions. (Def’s
Brief at 18). Defendant offers several provisions in the patent specification in support of its
argument that a “structural fill material” must have an improved structural strength and reduced
windborne fugitive dust emissions. First, the specification states that the invention “relates . . . in
particular to, a method for processing the dredged materials to form a mixture suitable for a
beneficial re-use as a structural fill material.” (DX 1 at Al14, col. 1, lines 11-15). The specification
elaborates that:

This treatment process chemically and physically alters, through fixation,
solidification and stabilization, the finer elements of the dredged material
28 so that, upon hydration, the material 69 gains structural strength and
a soil-like material while minimizing the likelihood of wind-born fugitive
dust emissions.

Id. at Al8, col. 9, lines 1-6. In Defendant’s view, this language demonstrates that the claimed
method creates an end-product with improved structural strength and minimized dust emissions as
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a result of curing the substantially homogenous mixture. Finally, Defendant maintains that the
prosecution history shows that the patent applicant surrendered any construction of “structural fill
material” that did not have these two properties. The patent applicant distinguished the proposed
claim over prior art by explaining that “[t]he resulting material [from Miyoshi] has a compressive
strength significantly less than that disclosed by the Applicant.” (DX 4 at A182). He also referenced
the Kapland Patent’s lack of “any mention of solving the problem of the fines of the dredged
materials drying out and blowing away as dust.” Id. at A210.

The Court agrees with Plaintiff that the term “structural fill material?’ i§ not limited to.a soils
like material suitable for benieficial-reuse.- The patent specification itself describes a myriad of uses
for structural fill material, including all of those listed by Plaintiff in its proposed definition. (PX
latAl5,col. 3, lines 1-5; A18, col. 9, lines 57-67). Nothing in the specification language Defendant
cites above requires a structural fill material to have improved structural or compressive strength and
reduce wind-borne fugitive dust emissions. On the contrary, it merely describes the purpose of the
invention as a whole: to form a mixture suitable for a beneficial reuse as a structural fill material.
The patentee has not made a clear and unmistakable disavowal or intentional disclaimer of the term.
Accordingly, the Court will not read a limitation into the claim absent the patentee’s intent, Tx.
Instruments Inc., 988 F.2d at 1171 (citation omitted). :

Finally, Defendant attempts to narrow the meaning of the last step in the ‘731 Patent process
as a whole beyond the plain meaning of the claim. The step recites as follows: “curing the
substantially homogenous mixture in the containment receptacle, thereby producing a structural fill
material and reducing particulate emissions.” (PX 1 at A18, col. 10, lines 29-31) (emphasis added).
Defendant argues that the element’s use of the word “thereby” in conjunction with the curing step
confirms that the act of curing is what yields structural fill and reduced particulate emissions. (Def.’s
Brief at 32). Plaintiff objects to this reading and asserts that the use of the word “thereby” merely
explains that producing a structural fill material and reducing particulate emissions occur as a result
of the entire patented process, not the curing step alone. (P1.’s Reply Brief at 29). The Court agrees
with Plaintiff that the curing step is not limited by the requirement that it produce a structural fill
material and reduce particulate emissions. The patent specification describes these twin results in
the context of the dredging process as a whole. For example, the specification states that additives
are introduced into the dredged material in the form of a shurry to reduce the potential for particulate
emissions; dredged materials are not moved from the containment receptacle to reduce particulate
emissions; and the mixing of additives is necessary to obtain a structural fill. (PX 1 at A15, col. 3,
lines 6-8; A16, col. 6, lines 55-57, 63-66). For this reason, the Court will not infer limiting language
into the curing step of claim 1.+
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Conclusion

The Court has interpreted in this decision the disputed terms of the ‘614, ‘862, and ‘731
Patents. Counsel for the parties are requested to submit a joint status report to the Court on or before
March 13, 2009 providing a proposed schedule for further proceedings.

IT IS SO ORDERED.

s/ Thomas C. Wheeler
THOMAS C. WHEELER
Judge

-39-



ENVIRONMENTAL"
SERVICES, LLC

May 8, 2008

William Ellis

Port Authority NY NJ

Port Commerce

225 Park Avenue South, 11th Floor
New York, New York 10003

Dear Mr, Ellis:

Enclosed please find duplicate copies of transmittals pertaining to Noticing and the delivery of
the White Paper as originally provided on or about May 27™, 2005 to Kenneth J. Ringer, Jr on
behalf of UTEX through the Honorable US Senator Orrin G. Hatch; and as further supplemented
on September 29, 2005 and October 12, 2005 in correspondence to John Berry Esq. at the Port
Authority through our counsel Garrubbo, Capece, D’ Arcangelo, Millman & Smith, P.C.

Should you have any questions regarding the materials or wish to have additional materials
provided for, please feel free to contact our office.

Sincerely,

Sk A —
Rick Redle
Sr. Vice President

RR/ea
Enclosures

cc: Frank Capece
Ritchie G. Studer

4570 Westgrove Drive, Suite 240 + Addison, TX 75001
972-407-0701 Main 872-407-0634 Fax
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“Gatrubbo, Capece, 1Y Arcangelo, Millman & Smith, P.C.

ATTORNEYS AT LAW

OF CQUNYEL

JOSEPH L. GARRUBBO*+ - ' )
JUOITH A, WHLLRAN® . JWESTFIELD, NJ 07080-T1097 JANIES J, SEAIAN
FREDERICK A 0'ARCANGELC

i . 5Y THE 4
KEVIN & BalTH**~ — c%??"nf?’é?‘é Nyt 48
LAURIE M. BE9EVES 608 2ABBEYE . ﬁt‘i‘é mﬁ“ﬁnh&nﬁszﬂ ‘
LleA Ar PEREZ . . e ALK MERBIR OF PA BAR
THOMJ;S P. CALVANICO*?# HkX (808)R38:5964 *S0 ALH MamasA OF NY MK
KOBERT L. BAUN artya@grtlawyers.som

September 26, 2005

VIA FEDEX Tracking # 853550996185 ‘ % (
John Berry Esq. DXR g : J
225 Park Avenue South ;

14" Fioor : \N\A‘L Fc»)p)z/\ 3
New Yorik, NY “iG‘OC'JS : Af

G

Dear Mr. Berry: o T
: [%WO@}EE\CJ;S-C O 7<( O.SLI

In préparation of our Weaeting on r.‘dav Qeﬁ:’n@m er 29, 2005, | am
providing vou With surmrmary material. i addition 1o mivself and Ritehie
Studer, { have asked an additional printipal &t UTE’A‘ Erivironmerital
Services, LLC.

The essence of the material is to set out the basis of the claims of
intellectual property and patent rights by UTEX,

iri surrimary fashion the ma’tm iai sets forth dradge treatment

- techinologies emplayed by the NY & NJ Port Authiority both mcﬁwdudiiy as
weli as jointly With the Army Corps of Engineers. You will note from the
information thatsignificant volumes of contaminated sediments have
been processed and beneficially placed upland in recent years with
anticipation of considerabie volumes to continue for- the foreseeable
future, ILis lso apparent that the present lowest cost and environmentai
aeu, i methodoingies for processing and upland placement for beneficial

gLise empioys teca’me,ogv owried by UTEX,

Our review of the dredging activities reveals that your agency.has
contracted and continues to contract for contaminated dredging
treatment for berths and channels leading from the berths to the federai
channels. I have enclosed contracts for your review, regarding joint
efforts of your agency and the Army Corps of Engineers. in all cases the
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contaminated dredge treatrents operations are comman & bath fecera,
non<federal and joint federal and port sponsored projects.

t our meeting | believe it would be helpful to summarize for you

the efforts to resolve the issues directly with the Army Corps Engineers by
UTEX. ‘

Very truly yours,

FRANK 6. CAPECE

FGCick
Encl.



Garrubbo, Capece, D’Arcangelo, Millman & Snﬁth, PC

ATTORNEYS AT LAW

QOF COUNSEL

*
ggﬁ:}:(HG‘TcG&fc‘:UEBBO ! 53 CARDINAL DRIVE PAUL R. WILLIAMS
JUDITH A. MILLMAN** WESTFIELD, NJ 07090-1097 JAMES J. SEAMAN
FREDERICK A. D'ARCANGELO
KEVIN S. SMITH**+* —_— Y CoURy OF NEW JeRSEY 28 A
t_gliﬂf 'réﬂEESzTEVES {908)233-56875 . gﬁl; m :»Tg?:nf:n .

. *v  ALSO MEMHER OF PA BAR
THOMAS P. CALVANICO*** FAX (908)233-4954 <+ ALSO MEMBER oF WY 5AR
ROBERT L. BAUM - attys@grrlawyers.com

October 12, 2005

Mr. Herbert S. Somewitz

Chief of Contracts Law Department
Port Authority of NY & NJ

225 Park Ave., South, 14% Floor
New York, NY 10003

RE: UTEX Dredge Treatment Patents

Dear Mr. Somewitz:

In response to our meeting on September 29" we have assembled the enclosed data for your review.
Enclosed you will find:

Five copies of Gibbons, Del Deo, Dolan, Griffinger & Vecchine’s opinion and analysis of various
patents owned by UTEX Holdings, LLC through its wholly owned subsidiary TDM America,
LLC. Specifically, the patent analysis and resulting opxnlon confirms that dredging and treatment
methods being employed by contractors providing services to Port Authority under their issued
contracts have literally infringed on UTEX owned technology. Included with the opinion letter
are copies of the referenced patents and related patents owned by TDM. America LLC, a UTEX
wholly owned company. The correspondence are applicable toPort issued and managed contracts.
Five copies-of Port Authority’s Dredging Fact Sheet evidencing some 26 separate berth dredging
contracts completed from 1999 through 2004. We beheve most of these contracts are- subject to
the referenced patent opinion letter.
¢ Copies of eight Port Authonty contracts that evidence spec1ﬁc upland disposal and treatment
subject to the enclosed patent infringement opinion letter. (One complete and 4-pertainant
reference copies) '
» A copy of initial noticing correspondence to the Port Authority in September of 1997, which was
the initial petitioning for intellectual patent pending status on what later became issued patent

6,293,731.

As you maybe aware, in April of this year we presented similar data to the Army Corp of Engineers.
We currently have initiated dialogue with counsel of the ACE involving their contracts within the
federal channels of the Port. It is our understanding the ACE is currently evaluating their position on
this matter. What is unclear to us is if the ACE is representing the Port Authority’s interest in the
Federal Contract — Federal Channels. We would appreciate your confirmation pertaining to the

ACE’s representations on these matters.



With respect to contracts issued by the Port Authority for dredging that involved upland treatment and
disposal, we have enclosed evidence of historical and current use of UTEX’s technologies by Port
Authority contractors. It is apparent that through the development of dredge treatment
methodologies, UTEX’s patented techniques and methods have been found to be the most
environmentally sound and of the lowest cost alternative for upland disposal of contaminated
sediments. It is our desire to continue to make our treatment methods available to the Port Authority
through a joint dispute resolution process which could include an agreed stand down period with
reservation of all rights. We will make ourselves available to you and your staff as you research these
matters. We are prepared to employ and maintain an open dialogue as we search for a resolution that
~ is historically fair for UTEX and beneficially helpful as the Port Authority moves forward.

It is our desire to establish a time frame for furthering these discussions and as such we would
appreciate understanding what would be the appropriate steps for continuing the dialog.

Sincerely, i

Frank G. Capece Esq.

Cc: Ritchie G. Studer
Rick R. Redle



 WARREN & PEREZ

!

! ) Béﬂulﬁm Court
Specializing in 'au,n{g, . 8411 Proston Road " Telephone: (214) 696-8183
T'redomadss, Capyughm, rade Suite 710 - Fasimile {214) 568191
- EBocrcks and latcd].lhgatmn ) Dallas, Texas 75225 . E'ma.ﬂz Enn@warper,com
‘ ! September 4,.1997
; , : .
Mr, Francis J Lombardl P E.
Chief Engmeer
The Port Authority of New York & New Jersey
One World Trade Center
New York, NY 10048 ~
Re:  In-situ Stabilization of Dredged Materials
Our File No.: 1800-2025
Method for T reatment of Dredged Materials to Form a Structural F)ll
Our Fxle No.: 1800-2026 _
Dear M.r Lornbardx ' .

“ This correspondence is intended to notify all 'eertinent panies regardirig the patent pending
status of the above-refereniced patent applications that were filed by our firm thh the Umted States
Patent and Trademark Office on May 15, 1997,

The fespeetx\/e rights, title and interes? in the same are jointly held by ECDC Environmental,
L.C., 2 Utah Limited Liability Company (“ECDC”) and Invcstmcnt Resource Management, L.P.,
8 Delaware Limited Partnership (“ITEX").
hese patent applications cover yarious aspeets of the propnetary techno}ogy currently used
by ECDC and TTEX in the performance of dredging and processing operations in New Jersey. Upon
-{ssuance of the patents, the unautbonzed use of this technology by thn'd pames wﬂl comnstitute patent
‘ mfrmgemem : .
“Should you have concerns regarding potentzal infringement by third parties, please. contact
our offices. - _
Sincerely,
Lawrence R. Youst
LRY/mg o

N

YAFIRMACLIENTS\tex - | EOO\ZUZS\I;DMUKhoﬁ tyNY&NJ wpd
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ORRIN G. HATCH

PATRICIA KNIGHT

UTAH : , » FINANCE
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CHEF OF STAFF %nitzh ﬁt atzg ngr[atz HEALTH, EDUCATION,

LABOR, AND PENSIONS

104 Hare Senats Offles Bullding
: WASHINGTON, DC 20510-4402 _ ,
TELEPHMONE! (202) 224-5251 ’ INTELLIGENCE
TDD (287) 2242843
Fae (202) 2246331 § . JOINT COMMITTEE
ON TAXATION

Website: Np:fwww.zenaie.gov/~hatch

May 24, 2005

Lieutenant General Carl A. Strock
Commander and Chief of Engineers
United States Army Corps of Engineers
441 G Street, NW '
Washington, DC 20314

' Colonel Richard J. Polo, Jr.

Commanggr and District Engineer
United States Army Corps of Engineers
New York District

26 Federal Plaza

New York, NY 10278-0090

Dear Lieutenant General Strock and Colonel Polo:

I am writing with regard to the Army Corps of Engineers
dredge and sediment management. contracts. It appears that the
practices of some Army Corps of Engineers contractors may be

‘unfairly damaging a ‘Utah company.

As you may be aware, UTEX Environmental Sérvices is a Utah-
based environmental and waste managewent company. ‘UTEX. has broad
experience with multiple proprietary treatment procedures, many
of which have been and continue to be utilized for the treatment
and management of contaminated dredge sediments. It has come to
my attention that some Army Corps' of Engineers dredge treatment
contractors may be utilizing patented techniques exclusively

owned by UTEX.

I recognize the importance of maintaining the competitive
balance within the very limited numbexr of contractors capable of
providing necessary dredge and sediment removal services. I also
understand the importance of proper protection of patented
technologies. In an effort to resolve this matter, UTEX’s
principals are interested in meeting with you to further discuss
their concerns. UTEX has provided the enclosed materials to
assist you and your staff in fully understanding the company’s

position. .

It is my understanding that several new contracts will be
awarded by the Army Corps of Engineers in the coming months that
will contain large amounts of contaminated dredge sediments that
are planned to be treated and disposed of upland. I also am

o+
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aware that several contracts are currently underway or will soon
commence which have significant amounts of dredge sediments to be
treated and disposed of upland. As the contractors managing
these projects may be unfairly applying UTEX's patented
technologies, I hope you will be able to meet with members of
UTEX to discuss this matter with them.

. Thank you for your attention to this matter. To set up a
meeting with UTEX, please contact Scott Crawford, UTEX’g Director
of Engineering, at 801-732-2000." Also, for further informatiom,

please feel welcome to contact J.J. Brown of my staff at

(202) 224-5251.

Orrin G. Hatch
United Stateg .Benator

OGH:jaj]

Enclosure

CC:

Mr. Kenneth J. Ringler, Jr.

Executive Director N

‘The Port Authority of New York and New Jersey

225 Park Avenue South
New York, NY 10003
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GisBows, DEL DEO, DornAN, GRIFFINGER & VEGGHIONE
A PROFESS]ONAL CORFPORATION -

ATTORNEYS AT LAW
ONE PENNSYLVANIA PLAZA

DAVIb W. DENEN.BEHG ‘37TH FLOOR DIRECT FACSIMILE
Director ’ (973) 639-8384
(212) 564-9609 ’ NEW YORK! NY 10119-3701 DDenenberg@glbbonsiaw.com

212-649-4700

WEB SITE
http://www.gibbonslaw.com

April 4, 2005

The Honorable Orrin G. Hatch
United States Senate

104 Hart Office Building
Washington, D.C. 205 10

- Re: Analysis of Certam Patents Assigned to UTEX and/or its Sub31d1ar1es
) Our Ref. 105707-53225

Dear Senator Hatch:

On behalf of this firm’s client, UTEX I—Ioldmgs LLC (*UTEX"), we have analyzed

various patents assigned to UTEX and/or its subsidiaries.

The analysis that we conducted is in conformance with that required by a pre-filing
investigation prior to initiating a patent infringement suit in the federal courts, See Fed. R. Civ.
P. 11. Specifically, the patents included in the attached analysis were compared to various
dredging facilities and activities which have been 1nvest1gated photographed and analyzed.
Based upon the information provided to us, it was our conclusion that many of our client’s

patents were literally infringed or if not literally infringed, then infringed under the doctrine of -

equivalents, by the aforementioned dredging facilities and activities,

If we conld provide any further information, please do not hesitate to contact us. Thank

you for your attention to this matter.
Very truly yours, M

David W. Denenberg

DWD/gs

#98478 vi

105707-53225
NEW JERSEY OFFICE + ONE RIVERFRONT PLAZA, NEWARK, NJ 07102-5496 + 973-595-4500
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ANALYSIS BY COUNSEL OF CERTAIN PATENTS AND DREDGING
ACTIVITIES FOR UTEX ENVIRONMENTAL SERVICES, LL.C AND FOR
PRESENTATION TO THE UNITED STATES ARMY CORPS OF ENGINEERS

- This analysis and report is prepared for UTEX Environmental Services, LLC (“UTEX”).
This analysis and report evaluates United States Patent Nos. 6,293,731 (“the ‘731 patent”),
5,542,614 (“the ‘614 patent”) and 5,931,605 (“the ‘605 patent”) against certain dredging
activities being conducted pursuant to contracts awarded by the United States Army Corps of
Engineers (“USACE”). It is counsel’s understanding that this report is being provided to the
USACE for purposes of confidential discussions and meetings related to these patents and the
above activities. This memo should therefore be treated as confidential pursuant to settlement
negotiations in accordance with Rule 408 of the Federal Rules of Evidence.

I. The Law of Patent Infringement
| A. Infringement Generally

The definition of patent infringement is set forth in 35 U.S.C. §271(a) which provides, in
pertinent part, that:

[WThoever without authority makes, uses, offers to sell, or sells
any patented invention, within the United States...during the term
of the patent therefor, infringes the patent.

An infringement analysis requires two steps: “First, the court must construe the claims ...
to establish their meaning and scope. Second, the claims as construed are compared to the
allegedly infringing device.” Texas Instruments Inc. v. Cypress Semiconductor Corp., 90 F.3d
1558, 1563 (Fed. Cir. 1996), cert. den’d., 520 U.S. 1228 (1997), cit. omit. See also, Lockheed
Martin Corp. v. Space Systems/Loral, Inc., 324 F.3d 1308, 1318 (Fed. Cir. 2003).

B..  Literal Infringement

Infringement may be either literal or via what is termed the “doctrine of equivalents.”
Literal infringement exists when each and every limitation in an asserted claim is found in the
accused device. See, e.g., Catalina Mktg., Int’l, Inc. v. Coolsavings.com, Inc., 289 F.3d 801,
812 (Fed. Cir. 2002); Riles v. Shell Exploration and Production Co., 298 F.3d 1302, 1308 (Fed.
Cir. 2002).

C. Infringement Under the Doctrine of Equivalents

“[A] product or process that does not literally infringe...a patent claim may nonetheless
be found to infringe if there is ‘equivalence’ between the elements of the accused product or
process and the claimed elements of the patented invention.” Warner-Jenkinson Co., Inc. v.
Hilton Davis Chem. Co., 520 U.S. 17, 21 (1997).

An element in the accused product is equivalent to a claim limitation if the differences
between the two are “insubstantial” to one of ordinary skill in the art, that is, whether the missing
element in the accused device “performs substantially the same function in substantially the
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same way to obtain the same result” as the claim limitation. Graver Tank & Mfg. Co. v. Linde
Air Prods. Co., 339 U.S. 605, 608 (1950); see also, Warner-Jenkinson, 520 U.S. at 39-40.
However, “the question of insubstantiality of the differences is inapplicable if a claim limitation
is totally missing from the accused device.” Eagle Comtronics, Inc. v. Arrow Commun. Labs.,
Inc., 305 F.3d 1303, 1315 (Fed. Cir. 2002), cert. den’d., 123 S.Ct. 995 (Jan. 27, 2003). Also,
under the all elements rule, if a claim limitation is not met by a corresponding element in the
accused device, or an -equivalent, then a finding of infringement under the doctrine of
equivalents, is precluded. See Lockheed Martin Corp, 324 F.3d at 1321.

The availability and scope of the doctrine of equivalents may be limited by the
application of prosecution history estoppel. “Prosecution history estoppel prevents a patentee
from recapturing under the doctrine of equivalents claim scope surrendered during prosecution.”
Sofamor Danek Group, Inc. v. DePuy-Motech, Inc., 74 F.3d 1216, 1222 (Fed. Cir. 1996), cit.

omit.

The Supreme Court has addressed the estoppel effect of claim amendments made during
the course of patent prosecution. Under Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co.,
535 U.S. 722 (2002), subject matter surrendered by a narrowing claim amendment is examined
to determine the availability of the doctrine of equivalents. 535 U.S. at 736-7. A rebuttable
presumption exists that the narrowing amendment surrendered the particular equivalent in
question. Id. at 740. The presumption may be overcome by showing that: (i) the asserted
equivalent was unforeseeable, (ii) the rationale for the amendment is only tangentially related to
the equivalent in question, or (iii) there is some other reason that the patentee could not
reasonably be expected to have described the asserted equivalent. Id. at 740-1.

D. Claim Construction
The Federal Circuit has explained that:

[In interpreting an asserted claim, the court should look first to the
intrinsic evidence of record, i.e., the patent itself, including the
claims, the specification and, if in evidence, the prosecution
history. Such intrinsic evidence is the most significant source of
the legally operative meaning of disputed claim language.

Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996) cit. omit. There is
also “extrinsic evidence,” which is “external to the patent and file history, such as expert
testimony, inventor testimony, dictionaries, and technical treatises and articles.” Id. at 1584.
Where intrinsic evidence is unambiguous, it is improper to rely on extrinsic evidence in claim
construction, except to explain -- but not alter -- the intrinsic evidence. Id. at 1583.

Claim terms will be given their ordinary and customary meaning, unless the inventor
appeared to use them differently. See Brookhill-Wilk I, LLC'v. Intuitive Surgical, Inc., 326 F.3d

1215, 1220 (Fed. Cir. 2003).

“Thé written description part of the specification itself does not delimit the right to
exclude. That is the function and purpose of claims.” Markman v. Westview Instruments, Inc.,
52 F.3d 967, 980 (Fed. Cir. 1995), aff’d., 517 U.S. 370 (1996); sce, also, Electro Med. Sys. S.A.
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v. Cooper Life Sciences, Inc., 34 F.3d 1048, 1054 (Fed. Cir. 1994). If “the meaning of a claim
term is in doubt, [the Court should] look to the specification for guidance.” N. Amer. Vaccine,

Inc. v. American Cyanamid Co., 7F.3d 1571, 1576 (Fed. Cir. 1993), cert. den’d., 511 U.S. 1069
(1994). '

II.  UTEX’s Patents

The claims of the ‘731, ‘614 and ‘605 patents have been analyzed against dredging
 activities currently being conducted pursuant to USACE contracts. That analysis compares the
claims to the dredging activities currently being conducted by DONJON Marine. Co.

(“DONJON™), OENJ Corporation (“OENJ”) and Clean Barth Dredging Technologies, Inc.
(“CEDTT™). : -

v

For this anaiysis, this office applied the plain meaning of the language of the claims.

A, The ‘731 Patent

The ‘731 patent, entitled “Method for Treatment of Dredged Materials to Form a
Structural Fill,” was issued on September 25, 2001, claiming priority from a provisional
application filed May 15, 1997. Generally, the claims and the disclosure are directed to a
method for producing structural fill by treating materials dredged from a waterway and forming a
mixture suitable for beneficial re-use as structural fill. The method includes obtaining dredged
material, containing the dredged material, dewatering, creating an additive, and pumping the

additive into the containment area, and then mixing and curing the additive and the dredged
material to produce the structura] fill. .

Each of the elements of at least claim 1 of the ‘731 patent is literally found in the
activities being conducted by DONJON pursuant to contract no. W912DS-05-C-0003. This is
demonstrated in photographs, which are available upon request,

Claim 1 of the ‘731 Patent

DONJON’s Activities

A method for producing a structural fil]
material comprising the steps of:

The purpose of DONJON’s activities s to
produce a structural fill material, '
(DONJON Photo #1)

obtaining a dredged material;

Photographs confirm that DONJON is
conducting dredging  activities, Those
activities include obtaining dredged materials

from the harbors in accordance with
DONJON’s USACE contract,
(DONJON Photo #1 )

depositing the dredged material info a
containment receptacle;

DONIJON deposits the dredged materials into a
containment receptacle, specifically a barge.
Photographs confirm that the dredged material
is deposited in barges.

(DONJON Photo #1)

Photographs  document  and confirm
DONJON’s process wherein the dredgﬂj
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material is dewatered in the containment
receptacle (barge).
(DONJON Photo #2)

creating an additive slurry in a mixing
container;

Photographs show various storage silos or
receptacles adjacent to each other and to a
water tank. The water tank is piped to a
conveyor-like mixing container which is
adjacent to each of the silos. It is apparent
from the photos that additives and water enter
to the mixing container where they are mixed

to form an additive slurry.
(DONJON Photos #3, #4, #5, #6, #7)

pumping the additive slurry from the mixing
container to a mixing assembly disposed
within the containment receptacle;

Photos show that the mixing container itself
includes structure to mix the additive slurry
and transport that additive slurry to" the
containment receptacles (barges). A mixing
assembly is disposed within the barge when the
additive slurry is being pumped into the barge.
(DONJON Photos #4, #9) ‘ )

mixing the additive slurry into the dredged
material to form a substantially homogenous
mixture; and

Photographs show that a mixing assembly is
always at the DONJON site, is moved to the
containment receptacle when the additive is |
added and mixes the additive slurry into the
dredged material to form a substantially

homogenous mixture.
(DONJON Photos #10, #11, #12, #13)

curing the substantially homogenous mixture
in the containment receptacle, thereby
producing a structural fill material and
reducing particulate emissions.

Photographs of the DONJON operation
demonstrate that, after mixing the additive
slurry into the dredged material and forming a
substantially homogenous mixture, 'the
homogenous mixture is then left in the
containment receptacle until it is cured. The
product is a structural fill, with reduced
particulate emissions throughout the process of
forming that fill. Based on information, the
structural fill is being brought to the
Meadowlands for beneficial re-use.

(DONJON Photo #14)

Based on this analysis, DONJ ON’s operations meet each element of claim 1 of the ‘731
patent. It is further noted that, based on information, DONJON utilizes the additives identified in
the ‘731 patent. Therefore, the remaining dependent and independent claims of the ‘731 patent

are also met.

=
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B. The ‘614 Patent

The ‘614 patent, entitled “Processing of Waste Material,” was issued on August 6, 1996
based upon an application filed February 8, 1994, Generally, the ‘614 patent provides for an
apparatus and method for chemically and physically stabilizing contaminated soil. Dredged
material is loaded and then received in a vibrating screen. From the screen, material is
discharged into a homogenizer through a conveyer. After homogenization in the homogenizer,
the material is dropped into a mixer where an additive is added based upon the weight of the
waste material. Requirements for dredged material and stabilized dredged material mandate
adherence to a formula for stabilization which is dependent upon the weight of the dredged
material being treated. The additive and waste material are mixed and then dropped to a

processing terminus or a truck loading lane.

Each of the elements of claim 1 of the ‘614 patent is literally found in OENJ’s and Clean
Earth Dredge Technologies, Inc.’s (CEDTI) offshore operations. That is, both OENJ’s and
CEDTTP’s facilities meet each and every element of claim 1. The treated material is loaded in a
processing terminus onto trucks for disposal at property immediately adjacent to the facility

itself.
Claim 1 of the ‘614 Patent " OENJ’s Facility CEDTDI’s Facility
A method for processing The purpose of the plantisto | The purpose of the plant is to

waste material comprising the

process waste material.

process waste material.

steps of: (OENJ Photos #1, #2, #3, #4, #5, #6, | (CEDTI Photo #1)
#7)
receiving said waste material | Photographs show waste Photographs show waste

in a vibrating screen box;

material is placed on a loading
chute where it is then
transferred to a vibrating screen
box. The vibrating screenbox
is designed to vibrate with
openings of a desired size.
Waste material larger than the
openings bounce off the screen
while the remainder of the
waste material passes through
the vibrating screen box. The

material is placed on a loading
chute where it is then
transferred to a vibrating
screen box. The vibrating
screen box is designed to
vibrate with openings of a
desired size. Waste material
larger than the openings
bounces off the screen and
falls to a different chute, while
the remainder of the waste

waste material then passes material passes through the
through to the homogenizer. vibrating screen box to the
(OENJ Photos #2, #3, #4, #7) homogenizer. '
: ' (CEDTI Photos #2, #3, #4)
vibrating said vibrating screen | The photographs clearly depict | Photo graphs depict the

box to separate lumps of said
waste material that are larger
than a predetermined size
thereby remeving Tumps of
said waste material of a size
greater than said

the vibrating screen box and
that waste material is separated
so that larger pieces of waste
material are removed from the
screen and smaller sized pieces

vibrating screen box and that
waste material is separated so
that larger pieces of waste
material are removed from the
screen by falling down a chute
while smaller size pieces of

of waste material pass through

-5.
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predetermined size from said

the screen to the homogenizer.

waste material pass through

waste material; (OENJ Photos #2, #3, #4, #5, #6, #7) | the screen to the homogenizer.
(CEDTI Photos #2, #3, #4)
discharging said waste See above. See above,

material of a size less than
said predetermined size into a
homogenizer; '

(OENJ Photos #2, #3, #4, #5, #6, #7)

(CEDTI Photos #2, #3, #4)

receiving said waste material
into said homogenizer;

Photographs show that the
vibrating screen box is located
over a loading harbor such that
waste material which passes
through the screen box, is
received by the homogenizer.

Photographs show that the
vibrating screen box is located
above the homogenizer such
that waste material which
passes through the screen box
is received by the

(OENJ Photos #2, #3, #4, #5, #6, #7) homogenizer,
b | : (CEDTI'Photos #2, #3, #4)
“homogenizing said waste Photographs show that OENJ | CEDTI employs a

material in said homogenizer;

employs a homogenizer which
homogenizes the waste

material.
(OENJ Photos #2, #3, #4, #5, #6, #7)

homogenizer which, based
upon CEDTI’s descriptions on
its web site, includes augers
for homogenizing the waste
material.

(CEDTI Photos #3, #4)
dropping said waste material Photographs show that the Photographs show that the
into a mixer after mixer is located after and mixer is located after and
homogenizing, said mixer below the homogenizer. below the homogenizer.

located below said
homogenizer;

" Therefore, after homogenizing,

waste material drops into the
mixer.
(OENJ Photos #2, #3, i, #5, #6, #7)

Therefore, after
homogenizing, waste material

drops into the mixer.
(CEDTI Photo #5)

accumulating a batch of waste

material in said mixer;

The waste material is dropped
into the mixer until a batch has
been loaded into the mixer.

A has been loaded into the

The waste material is dropped
into the mixer until a batch

The batch size may be mixer. The batch size may be
determined by the clam shell determined by the clam shell
which loads each batch of which loads each batch of
dredged material into the dredged material into the
facility or by weight facility or by weight
measurement at any point in measurement at any point in
| the facility. the facility.
(OENJ Photos #2, #3, #4, #5, #6, #7) | (CEDTI Photo #6)
weighing said batch of waste | The weight of the material The weight of the material
material to determine an must be determined for must be determined for

amount of additive to be
added to said waste material;

~

calculations of the amount of
additive to add to the.waste

material, .
(OENJ Photos #2, #3, #, #5, #6, #7)

calculations of the amount of
additive to add to-the waste

material.
(CEDTI Photo #6)

mixing said waste material

Pictures show that the additive

Pictures show that the additive

-6-
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with said additive in said
mixer to form a mixture; and

goes into the mixer where it is
mixed with the waste material

to form a mixture.
(OENJ Photos #5, #6, #7)

goes into the mixer where it is
mixed with the waste material
to form a mixture,

(CEDTI Photo #7)

dropping said mixture from
said mixer to a processing

| terminus located below said
mixer.

Photographs show that the
processing terminus is a truck
loading lane. The mixer has
doors, or a trap, which opens to
allow each batch to drop to a
truck. The doors shut and
reopen when the next batch is
ready to drop. Photographs . -
show the truck in the terminus.
(OENJ Photos #6, #7)

Photographs show that the
processing terminus is a
conveyer mechanism and
receiving area located below
the mixer. From this
receiving area, the mixture
can be collected, retrieved and
or transported. The
processing terminus is located

below the mixture,
(CEDTI Photo #2)

Based on this analysis, OENJ’s and CEDTI’s facilitie

- the ‘614 patent.

C. The <605 Patent

s meet each element of claim 1 of

The ‘605 patent, entitled “Remediation of Earthen Material” was issued on August 3,
1999 and is a continuation claiming priority from an application filed August 30, 1993. The ‘605

patent discloses an apparatus for the in situ remediation of dredged material.

The apparatus,

which is typically part of a crane-like vehicle, has a generally cylindrical tined assembly, housing

for mounting that assembly for rotational motion, a hydraulic driver for delivery

of torque to

rotate the tined assembly and an additive supply system configured to drop an additive into the
space between or defined by the length of the cylindrical tined assembly. |

Photographs’ show that this mixing assembly is what is used by DONJON to mix the

additive slurry and the dredged material in the containment

above,

receptacle or barge as discussed

Claim 1 of the 605 Patent DONJON’s Mixing Assembly

Photographs show the mixing assembly is part

An apparatus for processing earthen material
of a crane-like vehicle for processing dredged

comprising:

material.
(DONJON Photo #10)
a generally cylindrical shaft capable of Photographs show that the apparatus has a
rotation; generally cylindrical shaft that rotates.
(DONJON Photo #12)

The photographs show that tines do extend
radially from the shaft. The direction of the
tines extension is perpendicular to that shaft.
(DONJON Photos #12, #13, #15)

a plurélity of tines extending in a generally
radial direction from and perpendicular to the
shaft;
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a housing for mounting said cylindrical shaft
for rotational motion;

Photographs depict a housing to mount the

shaft for rotational motion.
(DONJON Photos #13, #15)

a hydraulic driver for delivering torque to
rotate said cylindrical shaft comprising a rotary
driver mounted with a drive shaft paralle] to
and spaced at a distance from the axis of the
cylindrical shaft;

The photographs show the hydraulic driver.
The hydraulic driver delivers torque to rotate
the shaft and must be mounted with a drive
shaft parallel to and spaced at a distance from

the axis.
(DONJON Photos #10, #13)

a sensor for detecting information indicative of
torque on’said tined assembly,

t

Although photographs do not show a sensor,
there must be a sensor for detecting
information indicative of torque on the shaft
for proper operation.

| a display for indicating torque to a user of said
| apparatus as an indication of the consistency of
the earthen material during remediation;

See above.

a hydraulic line feeding said hydraulic driver;,
and :

Hydraulic line feeds the driver. Without such
hydraulic line, the driver could not operate.
(DONJON Photos #10, #13) '

an additive supply system configured to drop
an additive into the space defined by and along
the length of said cylindrical shaft and
comprising a series of delivery heads spaced
regularly along the length of the cylindrical
shaft and one or more supply augers mounted
independently from said cylindrical shaft.

Upon information and belief, DONJON is
using the delivery system on the apparatus or
an equivalent thereof. (DONJON Photos #3, #4)

Based on this analysis, DONJON’s mixing assembly meets each element of claim 1 of

the ‘605 patent.
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ATTORNEYS AT LAW

JOSEPH L. GARRUBBO* + 0P COUNGEL
FRANK G. CAPECE 53 CARDINAL DRIVE PAUL R, WILLIAMS
JUDITH A, MILLMAN** WESTFIELD, NJ 07090-1097 . JAMES J. SEAMAN
FREDERICK A. D'ARCANGELO
KEVIN S. SMITH** 1

+  CTATIPHO WY THE SUPREME
COURT OF NEW JERSEY A3 &

LAURIE M. ESTEVES (908}233-5575 . ﬁgl:;m:‘t?non{n
LISA A. PEREZ *r ALSO Mw:::é’:ﬁ.m
THOMAS P. CALVANICO®** FAX [908)233-4934 v+ M50 MEMIER oF K7 BAR
ROBERT L. BAUM attys@grilawyers.com

September 26, 2005
VIA FEDEX Tracking # 853550996185
John Berry Esq.
225 Park Avenue South
14™ Floor
New York, NY 10003

Dear Mr, Berry:

in preparation of our meeting on Friday September 29, 2005, | am
providing you with summary material. In addition to myself and Ritchie
Studer, 1 have asked an addlItional principal at UTEX Environmental
Services, LLC. ,

The essence of the materjal is to set out the basis of the claims of
intellectual property and patent rights by UTEX.

In summary fashion the material sets forth dredge treatment
technologles employed by the NY & NJ Port Authority both individually as
well as jointly with the Army Corps of Engineers. You will note fromthe
information that significant volumes of contaminated sediments have
been processed and beneficially placed upland in recent years with
anticipation of considerable volumes to continue for the foreseeable
future. Itis also apparent that the present lowest cost and environmental
sound methodologles for processing and upland placement for beneficial
reuse employs technology owned by UTEX.

our review of the dredging activities reveals that your agency.has
contracted and continues to contract for contaminated dredging
treatment for berths and channels leading from the berths to the federal
channels. | have enclosed contracts for your review, regarding joint
efforts of your agency and the Army Corps of Engineers. In all cases the



contaminated dredge treatments operations are common to both federal,
non-federal and joint federal and port sponsored projects.

At our meeting | believe it would be helpful to summarize for you
the efforts to resolve the issues directly with the Army Corps Engineers by
UTEX. |

Very truly yours,

K

~

Ve '\\_,{ Ly

FRANK G. CAPECE

FGC:ck
Encl.
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October 12, 2005

Mr. Herbert S. Somewitz

Chief of Contracts Law Department
Port Authority of NY & NJ

225 Park Ave., South, 14% Floor
New York, NY 10003

RE: UTEX Dredge Treatment Patents

Dear Mr. Somewitz:
In response to our meeting on September 29”‘, we have assembled the enclosed data for your review,
Enclosed you will find:

» Five copies of Gibbons, Del Deo, Dolan, Griffinger & Vecchine’s opinion and analysis of various
patents owned by UTEX Holdings, LLC through its wholly owned subsidiary TDM America,
LLC. Specifically, the patent analysis and resulting opinion confirms that dredging and treatment
methods being employed by contractors providing services to Port Authority under their issued
contracts have literally infringed on UTEX owned technology. Included with the opinion letter
are copies of the referenced patents and related patents owned by TDM Amerioa LLC, a UTEX
wholly owned company. The correspondence are applicable toPort issued and managed contracts.

o Five copies of Port Authority’s Dredging Fact Sheet evidencing some 26 separate berth dredging
contracts completed from 1999 through 2004. We believe most of these contracts are subject to
the referenced patent opinion letter.

e Copies of eight Port Authority contracts that evidence specific upland disposal and treatment
subject to the enclosed patent infningement opinion letter. (One complete and 4-pertainant
reference copies)

e A copy of initial noticing correspondence to the Port Authority in September of 1997, which was
the initial petitioning for intellectual patent pending status on what later became issued patent

6,293,731.

As you maybe aware, in April of this year we presented similar data to the Army Corp of Engineers.
We currently have initiated dialogue with counsel of the ACE involving their contracts within the
federal channels of the Port, It is our understanding the ACE is currently evaluating their position on
this matter. What is unclear to us is if the ACE is representing the Port Authority’s interest in the
Federal Contract — Federal Channels, We would appreciate your confirmation pertaining to the

ACE’s representations on these matters.
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With respect to contracts issued by the Port Authority for dredging that involved upland treatment and
disposal, we have enclosed evidence of historical and current use of UTEX’s technologies by Port
Authority conmactors. It is apparent that through the development of dredge treatment
methodologies, UTEX’s patented techniques and methods have been found to be the most
environmentally sound and of the lowest cost alternative for upland disposal of contaminated
sediments. It is our desire to continue to make our treatment methods available to the Port Authority
through a joint dispute resolution process which could include an agreed stand down period with
reservation of all rights. We will make ourselves available to you and your staff as you research these
matters. We are prepared to employ and maintain an open dialogue as we search for a resolution that
is historically fair for UTEX and beneficially helpful as the Fort Authonty moves forward.

Tt is our desire to establish a time frame for furthering these discussions and as such we would
appreciate understanding what would be the appropriate steps for continuing the dialog.

Sincerely,

Frank G. Capece Esq.

Cc: Ritchie G. Studer
Rick R. Redle
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- fac JOINT COMMITTEE
May 24, 2005 . ON TAXATION

Wabil\r hw:/heranss, gwnole.govi-hatch

‘Lieutenant General Carl A. Strock
Commander and Chief of Englneers
United Statas Army Corps of’ Englneers
441 G Street, NW

Washington, DC 20314

Colonel RiChard J. Polo, Jr.
Commanger and Dlstrlct Engineer

_United States Army Corpg of Engineers

New-York District
26 Federal Plaza C .
New Yaork, NY 10278-00890

Dear Lieutenant General Strock and Colonel Polo:

I am writing w1th regard to the Army Corps of EngineersA
dredge and gediment management contracts. It appears that the
practices of some Army Corps of Engineers contractors may be

'unfa1rly .damaging.a Utah company

- AS you may be aware, UTEX, Environmcntal Serv1ces is a Utah—
based environmental and waste management K company. ‘UTEX.has broad
experience with multiple proprietary treatment procedures, many
of which have been and coptinue to.be utilized for the’ treatment‘
and management of. contaminated dredge sediments.f It has coma to
my att;ntlon that seome Army Corxrps of Engineexs dredge treatment
contractors may be utlllzlng patented technlques exclu51vely

" owned by UTEX

I recognize the importance of maintaining the .competitive.
balance within the very limited number of contractors capable of
'provldlng nccessary dredge and sediment removal services. I also
understand the importance of proper protection of patented
technologies. ' In an effort to resolve this matter,AUTEX'
principals are interested in meeting with you to further discuss
their concerns. UTEX has provided the enclosed materials to
aselst you and your staff'in fully understanding the company’s

position.

It is my. understandipg that several new contracts will ba
awarded by the Army Corps of Engineers in the coming months that
will contain large amounts af corntaminated dredge sediments that
are planned to be treate& and dlsposed of upland. I also am
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- aware that several contracts are currently underway or will soon
commence which haye significant amounte of dredge sediments to be
treated and disposed of upland. As the contractors wmanaging

thesa projects may be unfairly applying UTEX’s patented
technologies, I hope you will be able to meet ‘with members of

UTEX to discuss this matter with them.

Thank you for your attention to this matter. To set up a
meeting with UTEX, please contact Scott Crawford, UTEX’s Director
of Engineering, at B801-732-2000. Also, for further 1nformatlon,
pleasa feel welcome to contacc J J. Brown of my staff at

(202) 224 525l

' Orrin G. Hatch
Uni;ed:StaEes Senator

OGH ja]j
Enclosure o

CC .

- Mr. Kenneth J. Rlngler, Jr.

' Executive Director C
The Port Authority of New York and New Jersey -
225 Park Ayenue South :
New" York NY 10003



VEPARTMENT OF THE ARMY
NEW YORK DISTRICT, CORPS OF ENGINEERS
JACOB K. JAVITS FEDERAL BUILDING
NEW YORK, N.Y. 10278-0030

REPLY TO
ATTENTION QF

Office of Counsel | July 25, 2005

‘David W. Denenberg

Gibbons, Del Deo, Dolan, Griffenger & Vecchione
Attorneys at Law

One Pennsylvania Plaza, 37" floor

New York, NY .10119-3701

Re: Utex Holding’s Alleged Infringement

Dear Mr. Denenberg:

In your letters to Senator Hatch and staff on April 4, 2005, and to the Corps of Engineers
(“Corps™) dated June 16 and 29, 2005, you made allegations of patent infringement and improper
disclosure of confidential information by the Corps, and asked for a meeting to discuss economic
resolution of past, present, and future uses of technology purportedly owned by your client,
UTEX Holdings, LLC.

You claimed that various palents, analyzed in an enclosure to your April 4 letter, were
infringed by dredging activities conducted by Corps of Engineers contractors, and that your
enclosed analysis confonmed to federal court rules for analysis prior to filing a patent
infringement suit. The Corps viewed this as express intent to take legal action against the Corps

for infringement.

- Inresponse to these serious allegations, the Corps immediately asked you if the analysis
sent to Sen. Hatch, the Corps, and others, could be provided to Corps dredging contractors to aid
in quickly limiting any potential infringement. (June 9, 2005 letter to you from New York
District.) You denied permission in your June 16 Jetter, expressing intent to negotiate a
resolution only with the Corps, which somehow would also apply to port authorities and
contractors,

For the dredging opcrations in question, the Corps only sets performance standards and
does not restrict contractors in their choice of cost effective and efficient equipment and
methods; therefore, we do not license or endorse commercial technologies. The Corps does,
however, require its contractors to license patented inventions if contractors choose to use those
inventions, and o include licensing costs in their estimates. As a result, the Corps must rely on
its contractors lo evaluate how their dredging activities relate to UTEX's patents. Therefore, the
Corps notified its conlractors of the numbers of the patents in question and suggested the
desirability of obtaining a license if they were using any patented technology. We provided no
information other than publicly available patent numbers. Contractors, independent of the
Corps, identified and contacted UTEX as the source of the inquiry.



As part of our inquiry into this matter, we reviewed the U.S. Patent and Trademark Office
assignment database. None of the patents in question is recorded in the assignment database as
being owned by UTEX, although you claim in.your June 29 letter that UTEX owns or controls
the patents. Prior to continuing with any discussions, the Corps must have documented proof of
UTEX’s ownership, as we stated in our June 20, 2003, letter.

Also in your June 29 letter, you requested an immediate meeting with the Corps to
discuss an economic resolution, while rejecting consideration of licenses with contractors. The
Corps does not believe that an immediate meeting would be productive, The Corps’ patent
department must collect and evaluate information related (o your allegations so that we have
sufficient background to meaningfully participate in any such meeting. And, before any such
meeting, the Corps may consult with the Department of Justice, as that Department will represent
the Corps in any litigation. Again, the Corps does not license and endorse commercial dredging
equipnient and processes, but the Corps may wish to meet to discuss a mutually acceptable path
forward afier we have had an opponumty to waluahe your allegauon.\ ~ L

Please be assured that we are moving quickly to resolve this serious matter, and will
contact you as soon as we evaluate our contractors’ practices in light of your analysis, If you
have immediate questions or concerns, please contact our New York District attorney, tha Fang,
at 917-790-8062.

Sincerely yours,

[ raelec

Lorraine Lee
District Counsel



7o

THE PORT AUTHORITY OF NY & NJ

" RM. Larrabee

Director, Port Commerce Departrment

December 7, 2009

Mr. Rich G. Studer

UTEX Holdings, LLC

4570 Westgrove Drive, Suite 240
Addison, Texas 75001

RE: Permitting
Dear Mr. Studer:

We understand that certain permitting activities that your firm is undertaking, related to
acceptance and placement of processed dredged material [PDM], require the identification of
“source” materials which, consistent with our Agreement dated July 17, 2009, would be dredged
material not suitable for ocean placement. The purpose of this letter is to confirm the Port
Authority’s agreement with UTEX [et al] pursuant to which all such PDM that is dredged from
the Port Authority’s marine facilities in the Port District, and is unsuitable for ocean disposal,
‘will be shipped to a barge-accessible UTEX beneficial placement facility in the Port District.
Additionally, the source materials may include material unsuitable for ocean disposa] that is
dredged from Federal navigation channels within the Port District if the Port Authority is a local
sponsor with the Federal Government of the channel dredgmg program. It is our intention that
these materials will undergo specific pre-placement processing, consistent with past permit
requirements for the upland placement of the PDM for beneficial use purposes, prior to their
delivery to your facility.

We expect that this description of “source” material will be satisfactory to the permitting agency,
however should further clarifications be necessary, please feel free to contact Matt Masters of
my staff at 212-435-4273.

Sincerely,

A arrabee
Director
Port Commerce Department

225 Park Avenue South - 1 1th Floor
New York, NY 10003
T:212-435-4218 F: 212-435-4201

rlorrabee@panynj.gov




DEPARTMENT OF THE ARMY
NEW YORK DISTRICT, CORPS OF ENGINEERS
"~ JACOB K. JAVITS FEDERAL BUILDING
NEW YORK, N.Y. 10278-0090

REPLY TO
ATTENTION OF

Office of Counsel July 25, 2005

David W. Denenberg

Gibbons, Del Deo, Dolan, Griffenger & Vecchione
Attorneys at Law

One Pennsylvania Plaza, 37% floor

New York, NY 10119-3701

Re: Utex Holding’s Alleged Infringement

Dear Mr. Denenberg:

In your letters to Senator Hatch and staff on April 4, 2005, and to.the Corps of Engineers
(“Corps™) dated June 16 and 29, 2005, you made allegations of patent infringement and improper
disclosure of confidential information by the Corps, and asked for a meeting to discuss economic
resolution of past, present, and future uses of technolo gy purportedly owned by your client,
UTEX Holdings, LLC. '

You claimed that various patents, analyzed in an enclosure to your April 4 letter, were
infringed by dredging activities conducted by Corps of Engineers contractors, and that your
enclosed analysis conformed to federal court rules for analysis prior to filing a patent
infringement suit. The Corps viewed this as express intent to take legal action against the Corps
for infringement.

_ Inresponse to these serious allegations, the Corps immediately asked you if the analysis

- sent to Sen. Hatch, the Corps, and others, could be provided to Corps dredging contractors to aid
in quickly limiting any potential infringement. (June 9, 2005 letter to you from New York
District.) You denied permission in your June 16 letter, expressing intent to negotiate a
resolution only with the Corps, which somehow would also apply to port authorities and
contractors.

For the dredging operations in question, the Corps only sets performance standards and
does not restrict contractors in their choice of cost effective and efficient equipment and
methods; therefore, we do not license or endorse commercial technologies. The Corps does,
however, require its contractors to license patented inventions if contractors choose fo use those
inventions, and to include licensing costs in their estimates. As a result, the Corps must rely on
its contractors to evaluate how their dredging activities relate to UTEX s patents. Therefore, the
Corps notified its contractors of the numbers of the patents in question and suggested the
desirability of obtaining a license if they were using any patented technology. We provided no
information other than publicly available patent numbers. Contractors, independent of the
Corps, identified and contacted UTEX as the source of the inquiry.



As part of our inquiry into this matter, we reviewed the U.S. Patent and Trademark Office -
assignment database. None of the patents in question is recorded in the assignment database as
being owned by UTEX, although you claim in-your June 29 letter that UTEX owns or controls
the patents. Prior to continuing with any discussions, the Corps must have documented proof of
UTEX’s ownership, as we stated in our June 20, 2005, letter.

Also in your June 29 letter, you requested an immediate meeting with the Corps to
discuss an economic resolution, while rejecting consideration of licenses with contractors. The
Corps does not believe that an immediate meeting would be productive. The Corps’ patent
department must collect and evaluate information related to your allegations so that we have
sufficient background to meaningfully participate in any such meeting. And, before any such
meeting, the Corps may consult with the Department of Justice, as that Department will represent
the Corps in any litigation. Again, the Corps does not license and endorse commercial dredging
equipment and processes, but the Corps may wish to meet to discuss a mutually acceptable path
- forward after we have had an opponumty to evaluaue your a‘leganon_, : :

Please be assured that we are moving qulckly to resolve this serious matter and will
‘contact you-as soon as we evaluate our contractors’ practices in light of your analysis. If you
have immediate questions or concerns, please contact our New York District attorney, Rita Fang,

at 917-790-8062.

Sincerely yours,

[ rrael e

Lorraine Lee
District Counsel
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May 24, 2005

Lieutenant General Carl A. Strock
Commander and Chief of Engineers
United States Army Corps of Engineers
441 G Street, NW '

Washington, DC 20314

Colonel Richard J. Polo, Jr.
Commander and District Engineer
United States Army Corps of Engineers
New York District

26 Federal Plaza

New York, NY 10278-0090

Dear Lieutenant Geéneral Strock and Colonel Polo:

I am writing with regard to the Army Corps of Engineers
dredge and sediment management contracts. It appears that the
practices of some Army Corps of Engineers contractors may be

unfairly damaging a Utah company.

As you may be aware, UTEX Environmental Services is a Utah-
hased environmental and waste management company. UTEX has bwoad
experience with multiple proprietary treatment procedures, many
of which have been and continue to be utilized for the trestmesnc
and management of contaminated dredge sediments. It has come -t
my attention that some Army Corps of Engineers dredge treatment
contractors may be utilizing patented techniques exclusively

owned by UTEX.

A I recognize the importance of maintaining the competitive
balance within the very limited number of contractors capable of
providing necessary dredge and sediment removal services. I also
ynderstand the importance of proper protection of patented
technologies. In an effort to resclve this matter, UTEX's
principals are interested in meeting with you to further discuss
their concerns. UTEX has provided the enclosed materials to
assist you and your staff in fully understanding the company’ :

position.

It is my understanding that several new contracts will be
awarded by the Army Corps of Engineers in the coming months that
will contain large amounts of contaminated dredge sediments that
are planned to be treated and disposed of upland. - I also am
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aware that several contracts are currently underway or will soon
commence which have significant amounts of dredge sediments to be
treated and disposed of upland. As the contractors managing
these projects may be unfairly applying UTEX's patented
technologies, I hope you will be able to meet with members of
UTEX to discuss this matter with them.

Thank you for your attention to this matter. To set up a
meeting with UTEX, please contact Scott Crawford, UTEX’'s Director
of Engineering, at 801-732-2000. Also, for further information,
please feel welcome to contact J.J. Brown of my staff at
(202) 224-5251.

Orrin G. Hatch ,
United Stateg Senator

OGH:jajj]
Enclosure

CC:

Mr. Kenneth J. Ringler, Jr.

Executive Director

The Port Authority of New York and New Jersey
225 Park Avenue South

New York, NY 10003






